REMARKS 



Claims 1-13, 52-53 and 59 are pending. 

Claims 1, 5, 7-8, and 12-13 are amended. 

Applicants request reconsideration of claims 1-13, 52-53 and 59. 

I. Rejection of claims under 35 U.S.C. §102 

Claims 1-4 and 8-13 are subject to at least one of three novelty rejections raised by the 
Examiner, citing Horiike (U.S. Pat. No. 5,290,609), Nishioka (U.S. Pat. No. 5,489,548), and 
Summerfelt (U.S. Pat. No. 6,362,068). Applicants have clarified the physical distinctions 
between the invention expressed in the claims and the art cited against them. 

Claim 1 , for example, has clarified the physical characteristic that at least two layers of a 
plurality of high-K dielectric layers exhibit different degrees of oxidation. Dependent claims 2-4 
benefit accordingly. Claim 8 has been clarified to indicate that its second high-K dielectric has a 
lower oxygen density than the first high-K dielectric. Dependent claims 9-11 benefit 
accordingly. Formerly dependent claim 12 has always required that the second high-K capacitor 
dielectric, as originally presented in claim 8, contain an amount of oxygen different from the 
amount in the first high-K capacitor dielectric. Claim 12 has been clarified to indicate that the 
second high-K capacitor dielectric contains an amount of oxygen per unit volume different from 
the amount per unit volume in the first high-K capacitor dielectric. Claim 12 has also been 
amended to independent form by incorporating the limitations originally presented in claims 10 
and 8. Claim 13 has been clarified to indicate that one of the sub-layers of the dielectric is more 
oxidized than another sub-layer of the dielectric. Applicants contend such clarifications 
overcome the novelty rejections of claims 1-2, 4, 8, 10, and 13 in light of Horiike or Nishioka as 
well as novelty rejection of claims 1-4 and 8-13 in light of Summerfelt. 

II. Rejection of claims under 35 U.S.C. §103 

The Examiner articulated two bases for obviousness rejections; each basis is addressed 
separately below. 



BEST AVAILABLE COPY 



A. Rejection of claims in light of Horiike 



The Examiner rejected claims 5-7 and 52-53 as being obvious, citing Horiike as the only 
reference. The Examiner further acknowledged that Horiike failed to disclose all of the 
limitations therein but argued a prima facie case for obviousness had been satisfied in light of 
MPEP standards or case precedent. 

Concerning claims 5-7, they depend directly or indirectly on claim 1, which has been 
clarified to indicate that at least two layers of a plurality of high-K dielectric layers exhibit 
different degrees of oxidation. Applicants contend that Horiike fails to disclose such and the 
MPEP standard cited by the Examiner does not cure that failure. 

Claim 52 concerns a capacitor dielectric comprising a plurality of layers defining a total 
thickness ranging from 50 to 70 angstroms, wherein each layer of that plurality is a high-K 
dielectric. The Examiner interpreted Horiike as failing to teach that thickness range but 
concluded the claimed range was an obvious design choice, citing case precedent. Applicants 
contend the Examiner has mischaracterized Horiike and that a careful reading of the reference 
demonstrates that it teaches away from the claim and the cited cases are not applicable. 

The Examiner appears to suggest that Horiike merely passively fails to teach the claimed 
range of total thickness for the plurality of high-K dielectric layers. (Office Action dated 8/20/04 
at p. 5.) However, a careful reading of Horiike, including excerpts cited by the Examiner, 
demonstrates that Horiike actively teaches away from such a limitation. Curiously, in attempting 
to reject this claim, the Examiner admitted that Horiike teaches providing high-K dielectric 
layers, wherein each layer is 40 angstroms thick. (Office Action dated 8/20/04 at p. 4 (citing 
Horiike at col. 7, In. 35-36).) Applicants note that Horiike reiterates the 40 angstrom-thick 
individual high-K dielectric layer earlier - col. 6, In. 35-36. Moreover, Horiike teaches 
providing multiple high-K dielectric layers. {Id, at col. 3, In. 10-32; FIGS. 2&4.) Accordingly, 
Horiike teaches ordinary artisans a plurality of high-K dielectric layers defining a total thickness 
of at least 80 angstroms - which represents greater than 1 14% of claim 52' s upper limit and 
160% of claim 52's lower limit for thickness. This is in fact what Horiike illustrates in FIG. 2. 
Horiike' s FIG. 4, also cited by the Examiner, teaches even further away from that claim 
limitation; FIG. 4's four high-K dielectric layers define a total thickness of 160 angstroms - 
which represents greater than 228% of claim 52's upper limit and 320% of claim 52's lower limit 
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for thickness. Applicants contend the Examiner's mischaracterization of Horiike alone 
demonstrates a failure to satisfy the burden for rejection. Applicants further submit that an 
accurate interpretation of Horiike indicates that the reference actively teaches away from the 
claim and therefore supports non-obviousness. 

Moreover, Horiike' s actively teaching away from the claim distinguishes the current facts 
from those cases cited by the Examiner. None of those cases appear to address a situation where 
the Court dealt with prior art references diametrically opposing the claimed invention. At best, 
the cases' prior art appeared to be silent concerning the relevant claim limits. In Rose, for 
example, the Court acknowledged that the prior art disclosed lumber packages that "can" be 
lifted by hand; but neither the Court nor the appellant indicated that such art teaches away from 
the relevant claim limitation of a lumber package sized to require lifting by truck. (In re Rose, 
220 F.2d 459, 105 U.S.P.Q. 237, 240 (C.C.P.A. 1955).) In Rinehart, the Court expressed that 
there was nothing to indicate the prior art processes were ineffective on the commercial scale 
required by the claim at issue. (In re Rinehart, 531 F.2d 1048, 189 U.S.P.Q. 143, 148 (C.C.P.A. 
1976).) In Gardner, the patentee attempted to distinguish from the prior art by arguing that such 
art "does not specify" the claimed dimension. (Gardner v. TEC Sys., 725 F.2d 1338, 220 
U.S.P.Q. 777, 785 (C.A.F.C. 1984).) In Dailey, the applicant attempted to address the prior art 
by arguing such art was "devoid of any suggestion" concerning the claimed dimension. (In re 
Dailey, 357 F.2d 669, 149 U.S.P.Q. 47, 49 (C.C.P.A. 1966).) Thus, assuming arguendo that the 
case precedent supports the Examiner's statement of the law, those cases are distinguished from 
the current facts, and the Examiner's proposition is therefore inapplicable. 

Dependent claim 53 incorporates the limitation discussed above and benefits accordingly 
from that limitation as well as the preceding arguments. Moreover, claim 53 expressly adds the 
requirement that the lowest of claim 52^s plurality of high-K dielectric layers define an 
individual thickness of about 20 angstroms. Arguments similar to those supporting claim 52 
apply here as well. Specifically, the Examiner has once again mischaracterized Horiike by 
indicating that reference merely fails to teach that limitation (Office Action dated 8/20/04 at p. 
5.) In fact, Horiike expressly teaches away from that limitation more than once; teaching 
ordinary artisans to provide a high-K dielectric that is 40 angstroms thick - about 200% of claim 
53's thickness limitation. (Horiike at col. 6, In. 35-36; col. 7, In. 35-36.) The Examiner even 
cited Horiike' s contrary teaching in attempting to support the obviousness rejections. (Office 
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Action dated 8/20/04 at p. 4.) Moreover, Horiike's contrary teachings provide a distinction from 
the facts in the cases cited by the Examiner, wherein the prior art in those cases does not appear 
to have directly contradicted the claims. (See Rose, 105 U.S.P.Q. at 240; Rinehart, 189 U.S.P.Q. 
at 148; Gardner, 220 U.S.P.Q. at 785; and Dailey, 149 U.S.P.Q. at 49.) Hence, once again 
assuming arguendo that the case precedent supports the Examiner's statement of the law, those 
cases are distinguished from the current facts, and the Examiner's proposition is therefore 
inapplicable. 

Therefore, a careful reading of Horiike demonstrates (1) the Examiner's 
mischaracterization of Horiike; (2) Horiike's teaching away from claims 52-53; (3) the 
distinction of the cited cases; and (4) the inapplicability of the Examiner's legal proposition. 
Applicants contend that any one or combination of these factors demonstrate that the burden for 
rejecting claims 52-53 has not been met. 

B. Rejection of claim in light of Horiike and Imai 

The Examiner rejected claim 59 as being obvious in light of Horiike in combination with 
Imai (U.S. Pat. No. 5,440,157). However, an obviousness rejection requires that the multiple 
prior art references suggest to one of ordinary skill in the art to combine the references. (See 
United States Surgical Corp. v. Ethicon Inc., 103 F.3d 1554, 1564, 41 U.S.P.Q.2d 1225, 1233 
(Fed. Cir. 1997).) Moreover, when the prior art contains conflicting references, the inability of 
each reference to suggest solutions to one of ordinary skill in the art must be considered. (See In 
re Young, 927 F.2d 588, 18 U.S.P.Q.2d 1089, 1091 (Fed. Cir. 1991).) Specifically, the Examiner 
must consider whether one reference discredits another. (Id. Copies of these cases are included 
in an appendices to this Response.) Applicants contend that Horiike and Imai conflict to such a 
degree that one of ordinary skill in the art would be discouraged from attempting to combine their 
references. 

For instance, Horiike touts high-K dielectric layers (Horiike at col. 2, In. 15-16) but warns 
against retaining carbon near dielectric (id. at In. 43). Horiike characterizes carbon as a 
contaminant, specifying that carbon causes leakage current and lowers the "withstand voltage." 
(Id. at In. 39-45.) Accordingly, Horiike teaches removing the carbon. (Id. at col. 3, In. 15-32.) 
Imai also favors the use of a high-K dielectric (Imai at col. 1, In. 53-57) but warns of the 
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problems that may be suffered. (Id. at In. 41-50.) Specifically, while high-K dielectrics have a 
desirably high permittivity, they also have a small "forbidden band width (band gap)" that causes 
poor insulating capability, increased leakage current, poor charge retention, and decreased device 
reliability. (Id.) To address these problems, Imai directly contradicts Horiike by actively 
encouraging incorporating carbon into its device and specifically locates carbon adjacent to the 
high-K dielectric. (Id. at col. 2, In. 1-4; col. 5, In. 2-col. 13, In. 26; FIG. 3D (element 111); FIG. 
4D (element 21 1); FIGS. 5C&D (elements 308 & 310); FIG. 6C (element 412); FIG. 7C 
(element 512); FIG. 8C (element 613).) Imai teaches that carbon suppresses leakage current and 
allows high capacitance and "excellent" charge retention. (Id. at col. 3, In. 51-59.) Thus, one of 
ordinary skill in the art keeping Horiike in mind would view Imai as actively yet undesirably 
encouraging carbon contamination that would result in a device that suffers from leakage current 
and an unduly low "withstand voltage." Conversely, that artisan keeping Imai in mind would 
view Horiike as undesirably removing the very element needed to counter the detriments to using 
high-K dielectrics, resulting in a device that suffers increased leakage current, poor insulating 
capability, poor charge retention, and decreased reliability. 

In addition to the references' conflicts concerning general principles, methods, and 
devices, the references conflict on specifics as well. For instance, Horiike alerts ordinary 
artisans of troubles if a single thick layer of dielectric is attempted. (Horiike at col. 2, ln.0 15-49.) 
Specifically, Horiike warns that, due to the deposition process and presence of silicon, the thick 
dielectric will under go reduction - causing a shortage of oxygen atoms. (Id. at In. 24-38.) That 
shortage results in a low "withstand voltage," variance in stoichiometry, and low dielectric 
constant, all of which are undesirable. (Id.) Horiike also warns that a thick layer will allow 
carbon contamination (id. at In. 39-45; col. 7, In. 60-63) — despite removal efforts - which 
further lowers the dielectric constant (id at col. 7, In. 44-62). Horiike further teaches that a thick 
dielectric layer will have trouble conforming to the topography of the workpiece. (Id. at col. 2, 
In. 46-49.) Accordingly, Horiike touts the use of multiple thinner high-K dielectric layers (id. at 
col. 3, In. 10-32; FIGS. 2&4) and admonishes that any one layer of high-K dielectric should be 
less than 100 angstroms in thickness (id. at col. 7, In. 60-61). As for Imai, the Examiner's 
characterization suggests that Imai merely passively fails to teach using multiple layers. (Office 
Action dated 8/20/04 at p. 7.) Applicants contend this is a mischaracterization, as Imai actively 
illustrates single layer high-K dielectrics (Imai at FIG. 3D (element 1 10); FIG. 4D (element 210); 



9 



FIG. 5D (element 309); FIG. 6C (element 41 1); FIG. 7C (element 51 1); FIG. 8C (element 612)) 
and indicates such a layer is 200 angstroms in thickness (id. at col. 10, In. 40-41; col. 1 1, In. 23- 
25), which represents 200% of Horiike's upper limit for thickness. 

Thus, in addition to the Examiner's mischaracterization of Imai demonstrating a failure to 
meet the burden for an obviousness rejection, the conflicts between the references demonstrate 
so as well. Specifically, one of ordinary skill in the art keeping Horiike in mind would view Imai 
as attempting to use an unduly thick dielectric that undesirably allows for contamination. 
Conversely, one of ordinary skill in the art keeping Imai in mind would view as Horiike as 
inviting unnecessary process time, money, and effort in breaking up the layering process. Such 
discrediting of each reference against the other ~ in terms of both their general principals and 
their specific structures/methods - demonstrates that an ordinary artisan would be actively 
discouraged from combining these references. 



In light of the above amendments and remarks, Applicants submit that the claims are 
allowable over the rejections and applied references. Therefore, Applicants respectfully request 
reconsideration of the Examiner's rejections and further requests allowance of all of the pending 
claims. If there are any matters which may be resolved or clarified through a telephone 
interview, the Examiner is requested to contact Applicants' undersigned attorney at the number 
indicated. 



Conclusion 



Respectfully submitted, 




Dated l\ /H)^ 



Charles Brantley 
Registration No. 38,086 
Micron Technology, Inc. 
8000 S. Federal Way 
Boise, ID 83716-9632 
(208) 368-4557 



Attorney for Applicants 
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The present Order revises the reference to 

uKS . Ur «8"ay Round Agreements Act 
URAA) in the Court's August 19 19% 

SM2 US r PQ2 n d 1506 J P ain- 

£i ft" A° r PartiaI Summary Judg- 
ient. In the August 19, 1996 Order tfc 

o. 0/63 of December 23 1994 r*r» pjj 
eg 1003 (Jan.4, 1995)>V2dffi St 

SSs%f!f URAA works ™ 

m 7. ' 95- 5ee ° rder at Pages 13 16 
[1 A later Presidential document Prod* 

VSSiVtAV' ,995) i clarifies 
n»« n t I *e Uruguay Round Agree- 
M on Trade,Related Aspects of Intellect 
•1 Property Rights (TRLPs) relating to 

t«^n 1 J . Procla maUon No. 6780 
tes -in pertinent part at Section 5: " 

\iWnt 65, pa i a8ra P h >» of ^e TRIP S 

wr shall be obliged to apply to provisions 

fereelnt y -.i" t0 f ° rCe ° f thc WTO 
taS^ V th respect 10 the United 
tates was January .!, 1995 

on?nn Stat 5T nt . 0f adm w«trative ac- 
>1 1(a)(2)) provides that, "in general 

cet^n^' 1 h3 ^ dedded th at it is 
-ment the TRIPs Agreement and to en- 
re that section 514 of the URAA is 
propriately implemented, to prodaim 
t_the date on which the obligaX of 

•■Sffl-fiSSW Wi " toke effect for 
- united states is January 1 1996 

amation No. 6780 of March 23 1995 

ed^Reg. 15845 (March 27, 1995)) 

Zm2!% em Phasizes that the present 

i affect the Court's Aii' 

1996 ruling. 

JS SO ORDERED. 
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r,/' Uis Court of Appeals ? - ^ 
, V Federal Circuit V > 

United States Surgical Corp ; . v/Ethicbn Inc. 

Nos. 94-1386, -141?' . 
Decided January 3, 1997 3 J 

PATENTS V'Ys. "'■ ' :v : j£ 

1. PatentabiDty/ Validity — Obviousness — 
^ jnlgeneral (§115.0901) \ /: \ ■ 

JUDICIAL PRACTICE: ^ AND 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Federal district court properly instructed 
jury on issue; of i obviousness i in patent in- 
fringement action, since; jury was : correctly 
instructed r on presumption v of .validity- and 
thati defendant-bore burden of proving inva^ 
lidity by clear and convincing ^ 
that it was necessary ; to consider, scope; and 
content of prior- art, differences between 
prior art and claimed Invention,' level bfrordi- 
nary skill in art, and objective criteria of non-. 
obviousness, since instructions included ^ex- 
planation of principles to be ; applied^ in 
determining pbyipusnes^^ [in yen tiqrii js 
combination of prior- art ; ;CoJnj)^nts^and 
since instructions wer^e correct in lavvy thor- 
ough, and dearly stated . V 



PATENTS , 

it Patentability /Validity - 
In general (§115.0901) 



.Obviousness — 



Patent construction — Claims — In gener- 
al (§125.1301) J 

Federal district court need not repeat or 
restate every claim term in order to comply 
with rule that claim construction is for court 
rather than jury; since claim construe tidn v is 
matter of resolution of disputed meanings 
and technical scope, to ' clarify and if neces- 
sary explain what patentee covered by 
claims; for 'use in determiriatibnyof infringe^ 
ment; rather than* obligatory^ exercise 5 *' in ' 
redundancy; although ^claim construction 
may' occasionally be necessary in^ obvious- 
ness determinations, when meaning or scope \ 
of technical terms and wonis ;bf art-is' unclear-' 
anriV: requires resolution in-order ^toidetermine 
obviousness, in present- case none of .rejected 
jury ; instructions cpneerhing claim^consthKy 
tion<was directed to, or has ^beeh reasonably/ 
shown to affect, determination of obviousness. 



PATENTS ■ 'j<r<- t , /r . V > 

Patentability / Validity H^bvibusn^ 
Inigeneral (§115.0901) / ^ ^ " 

JUDICIAL 
PROCEDURE 



practice: ^atsd^ 



Procedure — Jury trials {§410.42) y ^: 

Federardistricfco^ 
udicial error by providing dictionary r to jury 
during its deliberations in patent infringe- 
ment triattn. which asserted claims were held 
invalid for obviousness/^ 
explained in post trial- opinion.- that j ury \ in- 
struction to. consider ordinary jmeaning of . 
claim language, and general assumption that 
definitions of dictionary are common knowl— 
edge, with v which ^ jury, is bharged, support 
provision, -:qf ; ^dictipnary, (Since ; provisibn.^ of 
dictionary to ^ jury" although not favored, is 
not 'grbuno^ ? fbir new -trial, and. since plaintiff; 
has offered no specifics^ as to words whose 
dictionary definitions may have adversely 
affected verdict of obviousness, and no sug- 
gestion that jury disregarded court's instruc- 
tions on. law of obviousness or plain, meaning 
of teriris used in claims and prior art, ' . ; 

PATENTS : * ; ;,. i, 

4: ..Patentability /Validity /^Obviousness^ . 
Iii general (§115.0901) , ^ 

Patent construction — Claims ^- In gener- 
al (§125.1301) ; , ,/ 



PRACTICE 



AND 



JUDICIAL 
PROCEDURE 

Procedure;^ Jury trials (§410.42) . < 
Federal district court's rejection of pro- 
posed jury instructions directed to construc- 
tion of, patent claims, did;n^ * 
deter iniriatibnj of oBvibusness^sTrice 
court is not requireld t^ 
in every case, whether or not there is issuein * 
material dispute as to meaning or scope of 
claims, since "infringement -plaintiff has hot 
shown that there are /unclear or ambiguous 
technical i terms, or. words of art; on related 
aspects of claim; scbpelwhose 'JebnstructionV; 
would negate verdict of obviousness \ and has 
not explained how any reasonable claim con- 
struction it requested would have deprived 
obviousness verdict ofats support, and since 
trial court is not authorized to remove from 
jury factual findings underlying obviousness ^ 
determihation. 

Particular patents .— General and me- 
L chanical — Surgical clip application 

; 5,084,057, r Green, Boianbs, . Youngs . 
McGarry-Heatbh, and Ratcliff, apparatus * 
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and method for applying surgical clips in 
laparoscopic or ..endoscopic procedures, judg- 
ment that claims i, land 7 are invalid for. 
obviousness affirmed. " 
• -.5,100,420, , . .Green, , j , Bolanos, - Young, 
filcXjarry, Heafon, and Ratcliffrappjaratus: 
and method for applying surgical , clips in 
laparoscopic or enaoscopic- procedures, judg- 
ment that claim^t is, invalid for, obviousness 
affirmed . , 1 . : '• , 



•V'..*ri'.v 



On remand from theU S Supreme Court 
,; Acti6n r By; United Statfes; Surgical CorpV 
against Ethicon lnc r and -Johnson & v Johnson 
Hospital^ Services Inc for patent infringe- 
ment The US District Court for the Dis- 
trict 1 of Connecticut entered' judgmerit' for 
defendants on jury verdicts that plaintiffs/ 
patent no 5,100,420 is infringed but invalid 
for obviousness, and that plaintiffs patent 
no 5,084,057 is not infringed and invalid for 
obviousness';" Oh' appeal, the U.S. 1 Court of ' 
Appeals for the FederaP Circuit affirmed 
without opinion pursuant to Fed. Cir R 36 
Following grant of certiorari, the U S Su- 
preme Court vacated that affirmance and 
remanded r JFor further consideration in light 
of its decision in Markman v. Westview . 
struments Inc. (38 USPQ2d 1461 ) "On re- 
mand, district court's judgment is affirmed 
on ground of invalidity of patents in suit 
based on obviousness. 

William E/'McDaniels;'J:--Ala¥ , ^lbraith, 
and David S. Blatt, of Williams & ; C6nhplly, 
Washington, D C , Basam E Nabulsi, 
Thomas R Bremer; arid John G Andres, 
Norwalk; ConnJ-; : for r plaintiff-a^Uant*'; ,;ifi 

David £ Dobbins, Gregory L. Distant, 
and Eugene M Gelernter, of Patterson, 
Belknap, Webb & Tyler, New York, N Y., 
for defendants/ cross-appellants % 

Before Newman; circtiit judge, Bennett, 
senior" 1 circuit, judge"; and Rader; circuit 
judge «!Vf-tv^.iA?3- l-p^^A-^^.- .->; 

Newman^ - : »^>" v> -- >: 
i':' Hi «=£ -\s ?w. ,>V- -r vrj ss- 

i The court's prior judgment of this appeal ■; 
and xrossrappeal was: vacated -by the Su- 
preme Court and remanded Vfor furthercon-, 
sideration • in digh t of i Markman I vlWestview 
Instruments; Inc^SlH lJS^ r ± %\ 996);'? 
U.S. Surgical Corp. v: Ethicon, TncjfA 16: S. 
Ctrl 562 ( 1 996): Our Vpribr? ;judgment^af; *■ 
firmed the judgment^^pf\^tHe^^nite>l;'States^ 
District: Court for the f District of Conhectir^ 
cut/ entered, on jury: verdicts 1 that claim 1 pf~; 



\U.S. Surgical Corp. v. Ethicon^ Inc.; No. 
5 92 CV 00134 (AYC), (D Conn Feb 1 i, ,1993 
(Sumlhary Judgment); February 18, 1 994 (Judg- 
ment Order); June' 9$ 1994 s (Ruling on Post-trial 

Motions)); ' *V.*. « .-. i'li./^ 



U.S. Surgical's United States Patent No. 
5,100,420 (the '420 patent) is infringed but 
invalid for obviousness, and that claims 1 , 2, 
and 7 of United States Patent No. 5,084,057 
(the '057 patent) are not infringed and are 
invalid for obviousness. The issue of inequi- 
table conduct during patent prosecution was 
decided before trial, by summary judgment 
in favor of U.S. Surgical. Each of U .S. Surgi- 
cal and Ethicon appealed the rulings adverse 
to it. After full briefing and oral argument 
this court entered judgment pursuant to Fed- 
eral Circuit Rule 36: 

Rule 36: Judgment of affirmance with- 
out opinion.— 

The court may enter a judgment of 
affirmance without opinion, citing this 
rule, when it determines that any of the 
following circumstances exist: 

(a) the judgment, decision or order of 
the trial court appealed from is based on 
findings that are not clearly erroneous; . 

(b) the evidence in support of a jury 
verdict is sufficient; 

(c) summary judgment, directed ver- 
dict, or judgment on the pleadings is sup- 
ported by the record; 

(d) the decision of an administrative 
agency warrants affirmance under the 
standard of review in the statute authoriz- 
ing the petition for review; or 

(e) a judgment or decision has been : 
entered without an error of law; 

and an opinion would have no preceden- 
tial value. 

Appeals whose judgments are entered under 
Rule 36 receive the full consideration of the 
court, and are no less carefully decided than 
the cases in which we issue full opinions. The 
Rule permits the court to dispense with issu- 
ing an opinion that would have no preceden- 
tial value, when the circumstances of the 
Rule exist. See Taylor v. AtcKeithen, 407 
U.S. 191, 194 n.4 (1972) ("We, of course, 
agree that the courts of appeals should have 
wide latitude in their decisions of whether or ? 
how to write opinions. That is especially true, , 
with respect to summary affirmances.'') , 

Seven weeks after this decision, reported s 
at 48 F.3d 1237 (Fed. Cir. 1995) (Table), for^ 
which rehearing and rehearing en banc were \o 
denied, the Federal Circuit decided Mark-n 
man v. Westview Instruments, Inc., -52 F.3d;i 
967, 34 USPQ2d 1321 (Fed. Cir. 1995) (en « , 
banc). The Supreme Court granted certiora^ 
ri in Markman and also upon U.S. Surgical ; s?0| 
petition. After deciding the Markman aprisn 
peal, reported at 517 U.S. , 1 16 S. Ct. 1384;'% 
38 USPQ2d 1461 (1996), the Court instruct^ 
ed the Federal Circuit to give further wnsid**| 
eration to U.S. Surgical's case in light of-tne^j 
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;icalV United. States Patent No, 
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obviousness, and that claims 1, 2, 
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Supreme Court granted certiora? 
ma/r and also upon U.S. Surgical's 
ifter deciding - the Markman ajv 
ted at 5 1 7 U.S. , H 6 S. Ct. 1 384, 
d 1461 (1996), the Court instruct- 
eral Circuit to give further consid- 
U.S. Surgical's case in light of the 
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Court's decision in Markman. We have done 

SOi 

..The judgment of the district court is af- 
firmed, on the ground of invalidity of the 
'420 and '057 patents, basd ^nTobyiousness. , 
We do not reach the issues oft infringement * 
and the conditional cross-appeiri'bfrthe 1 issue 
of . inequitable conduct^ SepCo hso lidqted S 
Aluminum Corp. v. Fose&tfnt'tf&dv, 910i 
F.2d 804, 814, 15 USPQ2d 1481, . 1,489 
(1990) ("a party may defend a judginent^on 
any ground properly raisedibelow' ") [(citing 
Washington v. Yakima Indian Nation^439 
U S. 463, 476 n.20 (1979)); Lough v. Bruns- 
wick Corp., 86 F.3d 1 1 13, 1 123, 39 USPQ2d 
1 100, 1 107 (Fed. .Cir. 1996). ("No further 
public interest is served by our resolving an 
infringement question after a, determination 
that the patent is invalid."): Wei now- fully 
explain our decision. ■■. - ;> v. r-*Al$ 

The .U.S. Surgical Inventions. . / ,,->^.\s s 

The inventions claimed jn the '420 patent 
and its cohtinuatipn-in-part the [051 patent 
aire' for a surgic^ . for ligating 

blo^ vessels 1 a^ 

scopic surgery, by ajpplying multiple hgating 
clips in sequence. ; ! . , ? ^ 

; Endoscopic. surgery lis a procedure where, 
by instead of opening the abdomen or other 
body cavity by incision to .proVide. open ac- 
cess to the surgical site, the surgery is per- 
formed by inserting the surgical instruments 
into {he bddy through small tubes , called 
trocars. The small size of the incisions that 
accommodate the trocars results; in less tis- 
sue damage, less' pain, and faster healing 
thari^fbr traditional open surgery 1 In per- 
forming endoscopic surgery the body cavity" 
is- inflated with^a gas, called amnsufflating J 
gas, ' to provide, working space For most: 
procedures today a miniature video camera 
is used to televise the surgical site, the en- 
largefrvideo iM exter- : 



nai screen and guiding the surgeon; or surgi- j 
cal team in: manipulating the .instruments , 
through the trocars: 

Endoscopic surgery was in somewhat lim- 
ited use for many, years, having been used 
mostly for the ligation of fallopian tubes, the 
surgeon viewing the site through an eyepiece. 
Endoscopic procedures experienced rapid ex- 
pansion' after- about 1989, particularly for 
gallbladder removal. Witnesses disputed at 
trial whether the expansion*was due to the 
development of the miniature video camera 
or the development of U.S. Surgical^ endo- 
scopic multiple clipapplier. . 

During both endoscopic and open surgery, 
blood vessels may ■." be closed and tissues 
clamr^ usirig;;small "IT, shaped; clamps 
called Hgating clips. Liga are ap- 

plied by ah instrument that, positions the clip 
about the' tissue Cot. yf^t^^sim^ and 
thencompre^ 

veloped, Hgating clip instruments were capa- 
ble of being loaded! with only one £iip\at : -a : 
time, and required reloading, between each 
application^^ 

Hgating clip appher for open surgical use 
that : applied ; multiple clir^ i" -succession, 
without reloading the instrument This in* 
strUmeht, having the brand name "Premium 
Sui-giclip,"/ is . the subject>f United States : 
Patent No 5,030,226 (the '226 patent) The, 
Premium SurgicHp and the '226 patent are, 
prior art to the '420 and '057 patents intuit, 
and were .the subject of extensive testimony 
at trial u "" A > 

At trial witnesses explained the subse- 
quent development of the instrument of the 
patents.in suit,, a .ligating.clip applier . for 
endoscopic use that applies multiple clips in 
succession, without. withdrawingand. relpad-v 
ing the instrument U.S Surgical's mstru- 
ment^having the brand name EndoChp, was 
the first l ^ 

use; Jhe instrument is depicted in the, 1420 
patent. as follows. V * ^ - 



V*:?r- it.^.c 
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The instrument is depicted in the '057 patent 
with a different handlers follows: 




s/i^igM Of 

It is seen that these instruments have ah 
elongated shank that holds the ligatmg clips 
and is : shaped fpreiidoscppic use through a 
trocar After insertion into the body cavity a 
clip is pushed into, position in the j a ws using 
controls on the handle, and the clip is applied 
to the tissue to be ligated by closing' the jaws 
using controls on the handle The jaws are 
then opened and the next clip ispushed into 
position Thus successive' clips may be ap- 
plied without withdrawing the instrument 
from within the body 

Claim .1 6f the '420 patent is directed to 
the combination of the trocar and the clip 
applier, each component having defined limi- 
tations Claim 1 is the only '420 patent claim 
in suit ! t * ' . ?t: - ; ;/• • ; • J '"" y " I 
/ ■ 1 In combination • • / f '[ 
• ' a) a trocar having a"'cahhula^'an3''vaive 
means for sealing said cannula, said can- 
nula being adapted for entry into a body 
Cavity;-;*'''"'' " P iy <<?'<' . ' : *'--- 

: b) ah endoscopic clip applier having ' 
; ; i) a frame; J " 17 ' 

n) an endoscopic portion defining a lon- 
gitudinal; axis and extending distally from 
said frame, said endoscopic portion being 
; ; ihsehable into said cann ulact jaroughtsaid ' 
• valve^means in sealing engagement there- 
with, said endoscopic rwrtiori'fdrther in- 
cluding a plurality of surgical clips dis- 
posed in an array and clip closing means 
for sequentially closing said surgical clips; 
'. and " V.-' ' ' , v 

in) seal means associated and adapted 
to cooperate with at least one of said 
r endoscopic portion and said frame to ob- 
struct passage of gaseous media from the 
body cavity " " j ? iv . 

Claim 1, the ^broadest claim; of the. : -'057 ■ 
patent, also describes the endoscopic appara- . 
tus as comprising several elements. The 
claim elements are defined in terms of their 
function, as provided in 35 U.S.C.. §112116: 
1. An apparatus for endoscopic applica- 
tion of surgical clips to body tissue which 
comprises: i;:*v.<a"o 



057 patent. 



a) frame means; ! : 

b) endoscopic means connected to said » 
frame means of generally elongated con- 
figuration and extending distally from 
said frame means and including: 

i) means for storing a plurality of surgi- 
cal clips; 

ii) means for individually advancing 
said clips to the distal portion of said 
endoscopic means for positioning adjacent 
the body tissue to be clipped; 

iii) means for at least partially closing 
said clip at least sufficient to grip the bbdy 
tissue after the clip has been advanced 
distally to said distal portion of said endos- 
copic means; and 

iv) gaseous sealing means. 

Claim 2 of the '057 patent specifies the use 
of silicon grease as the gaseous sealing means 
of clause iv, and claim 7 is directed to a. 
disposable device as in claim 1. ,V r 

Ethicon's defense that the claims are ih--: 
valid for obviousness was based on the"; 
ground that U.S. Surgical had merely adapt-; 
ed to endoscopic use its own, prior art multi T . 
pie clip applier, the Premium Surgiclip of the.; 
'226 patent, by known and routine adapta-- 
tion. Thus Ethicon presented evidence K and ; f 
argument that U.S. Surgical had simply-, 
elongated the body of its prior art multiple I 
clip applier so that it could be used through a ,J| 
trocar, with a sealing means to prevent es- Jf 
cape of the insufflating gas through the tro^Jj 
car. Ethicon adduced extensive evidence that^ 
such adaptation was well known to persons qtm~ 
ordinary skill in the field of endoscopic iiv-Jp 
struments. U.S. Surgical countered with evk 
dence and argument to the contrary. ; 

The jury held, by special verdicts, that tb|j 
claims in suit were invalid for obviousnesgij 
On appellate review we determine whether 
on correct instructions of law^ there ?wj3 
substantial evidence whereby a reasona^ 
jury could have reached the verdict reac^oj 
by this jury. See Litton Sys. t Inc. v. H?n£M 
well, /«c, 87 F.3d 1559, 1566, 39 USPQJ31 



i Inc. 



41 USPQ2d 




neans; : 

)pic means connected to said » 
> of generally elongated con- 
nd extending distally from 
leans and including: 
Dr storing a plurality of surgi- 

for individually advancing 
» the distal portion of said 
leans for positioning adjacent 
ue tip be clipped; 

for at least partially closing 
tast sufficient to grip theJbody 
the clip has been advanced 
id distal portion of said ehdos- 

and 

5 sealing means. 

'057 patent specifies the use 

; as the gaseous sealing means 

rid claim 7 is directed to a 

ce as in claim 1 

fense that the claims are in-;. 

ousness was based on the 

>. Surgical had.merely adapt- 

c use its own, prior art mujti? 

the Premium Surgiclip of the 

known and routine adapta- 
icon presented evidence^and 

U.S. Surgical had simply 
>ody of its prior art multiple 
bat it could be used through a 
sealing means to prevent es- 
ifflating gas through the tro- 
duced extensive evidence that 
i was well known to persons of 
n the field of endoscopic in- 
. Surgical countered with evi- 
ment to the contrary. 
I, by special verdicts, that the 
yere invalid for obviousness. 
iview>we"determine whether, 
truetions of law,.; there was 
ience whereby a treasonable 
: reached the verdict reached 
e Litton Sys., Inc. v. Honey- 
.3d 1559, 1566, 39 USPQ2d 



41l3SPQ2d 



United States Surgical Corp. v. Ethicon Inc. 



1229 



1321/1324 (Fed.: Cir.; 1996)' (^Substantial 
evidence describes that n^nimunv quantum 
of evidence from which a juryi might reason- 
ably afford relief.'*); -FesioyCofo^ Sho- 
ketsu Kihzoku Kbgyo/ Kdbushiki . Co., 72 
F.3d857,862,37USPQ2d,1161, 1163 (Fed. 
Cir. 1995) ("Substantial evidence is such 
relevant evidence; on the record as a whole, 
as could be accepted by a reasonable mind as 
adequate to support the verdict") Conflict- 
ing evidence and argument must b^yjewed 
; as resolved favorabl^to^he party, in. whose 
; favor the jur^foUfid: The reviewin^court 
s must give apprbpnatedeference tcTthe jury's 
choices in weighing the evidence, in deciding 
• between opposing positions, and in drawing 
factual inferences. Richardson v. Suzuki 
Motor Ca, 868 F.2d 1226, 9 USPQ2d 1913 
(Fed. Cir. 1989) ( 4 !4thc-a^ 
function is exhausted when that evidentiary 
basis «[bf .the jury's verdict]: ^ 
ent; it being-immateridl that the courtimignt 
draw a contrary inference or^feel^Kat .an- 
ottier : conclusion,: is i } more reasonable.' ") 
(quoting Lavender v Kurn y ^21 ITS 645, 
653 (1946)) 1 , A/e^romc, Inc. v.Intermedics, 
tic, 799 F:2d : 734; 742,' 230USPQ 641, 646 
(Fed Cir W86>, cert, denied, 479 U.S 1033 



The Prior Art 



ments. In evidence were a variety of actual 
instruments Tor endoscopic surgery, all hay- 
ing these characteristics. These' endoscopic 
instruments included grasped scissors, ^dis- 
sectors; and Single clip appliers. All had* an 
elbhgated body and were adapted for sealing 
engagement with the trocar. 

Also in evidence were references describ- 
ing prior endoscopic devices for the applica- 
tion of multiple; fasteners other than hgating 
clips. U.S.- Patent : Nq. v 3,870,048 to Yoon 
showed ah-applfer for multiple elastic rings 
for ligatihg! fallopian tubes; stating that "[i] t 
is possible to loa'd suture ring clips within the 
applicator in end-to-end series fashion. . . . 
This permits a number of clips to be applied 
. during a procedure without the need of hav- 
ing to withdraw the applicator from the 
surgical field in='order: to load another clip 
into the applicator." - U.S. Patent No. 
4,226;239 to Pbltfalsb 'showed an [instrument 
' for endoscopic Application of multiple liga t- 
ihg rings. Tfie' prior art also ^ 
one' endoscopic multiple' staple applier, Pat- 
ent No - ^4,944,443 to Oddsen All of the 
endoscopic instruments for applying multi- 
ple fasteners had the common characteristics^ 
df elongation for use through- a trocar; and; 
most were sealed against escape;bf the gas' 
through - the - trocar. 'Several references 



M As' we have' remarked, Ethtcon's position 
was'that U.S Surgical had simply elongated 
its prior art multiple hgating instrument so 
that it could be inserted through -a trocar* 
a'rid used knowrii eri&oscopic sealing mecha- 
riisms to inhibit esca$-;bf th$ insufflating'gas 
through the t^ 

that tliese modifications were well-known 1 to 
persons of ordinary , skill in the .art of endor 
scopic instruments. The^witnesses presented 
several prior rarjt patents, and, exhibited many 
actual instrument^ aU^lmying the, cbmmo^ 
endoscopic characteristics'^^ 
body, J and sealable engagement^ith^l^g, . 
trocar. . . .v. . : , "-' » .'i :'CX"' 

"The district coMfmentioned, in the opin- 
ion accompanying .ttie^dem^ 
motions, that U.S. SurgicalY technical Ex- 
pert testified that there were approximately 
forty different prior art multiple clip appliers 
for conventional open surgery He testified 
that at least four of them — the Premium 
Surgiclip of the/226 patent and the multiple 
clip appliers shbwn in the, Montgomery pat- 
ent, the Peters patent, and the Lachakar 
patent — embodied all of the elements of the 
'420/'057 claims ; except for the; elongated 
body and sealing means. He testified that an 
elongated body and sealing means are char- 
acteristics of all endoscopic surgical 1 ihstru- 



showed the use of ^ silicon grease, assf 
iri : claim 2- 6f the '057 patent, or valves, as 
specified in claim 1 of the /420 patent, to 
maintain' the ''seal. ' . V . r . 

' Thetestimony of U S. Surgical's technical 
expert that the;el6rigated body andrtteseal 
are common characteristics of- endoscopic 
instruments Was described by Ethicon as a 
concession "of ireat weight This evidence 
was stressed Atrial, ^as- Ethicon pressed its 
argument' that U.S. Surgical had simply 
adapted its '226 patent multiple clip applier 
for endbscbpic^use, and that it was obvious to 
do so, ' pointing to many other instruments 
: that had .been adapted in the same way. U.S. 

Surgi&lipoints but that this same expert and 
^several other expejrt>witnesses testified about 
, the^difficulties of designing the '420/ '057 
endoscopic miiltiple, clip applier and the time 
4 ImlFcost involvedrWeitake note of the con- 
< r flicting ^ testimbny and the Opposing expert 
opfriions of witnesses for these parties, and of 
the feii^y^&i^ftnlisp by, these witnesses 
bf this^ ^technology 'ahdnheldeyelopment and 
character istics of these surgical instruments. 
J in colhparingvthe^420/'O57 'instruments 
witVthe^pri6^i^tqIlst^ulm^nts > Ethicon's pat- 
ent, expert testified that the prior art '226 
parent was the closest- prior art and tliat the 
relevant elements of the structure of the '226 



patent "were adopted into the subject matter 
?dfi the ?057 and '420 patent applications." 
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Ethicon's technical expert pointed out to the 
jury all of the similarities of the structure 
and mechanisms between the device of the 
'226 patent and the '420/'057 patents. He 
pointed to the jaws to hold the clip, the 
pusher for advancing a stored clip to the 




jaws, the grooves in the face of the jaws, to 
receive the clip, and the mechanism for clos- 
ing the clip about the tissue to be ligated. 
The drawings of the jaws in the '226 patent 
and in the '420/'057 patents show this 
similarity: 

FIGBq 




Fig 9 of 226 Patent 

Witnesses testified that the operation of the 
'226 instrument and the '420/'057 patents 
was essentially the same. It was explained 
that in both the '226 and the '420/'057 
instruments the jaw blade, clip carrier, and 
pusher bar are all enclosed in a channel 
assembly from which the jaws protrude at 
the end. In the '226 patent the applicator is 
described in the Abstract as: 
The surgical clip applicator has a pusher 
bar which positions the foremost clip from 
a clip carrier into a ready-to-fire position 
between the jaws prior to squeezing of the 
handles together. When the applicator is 
fired, the previously positioned surgical 
clip can be crimped about a vessel and 
when the jaws are released, a new clip is 
placed between the jaws for the next fir- 
ing. A channel assembly, moves over the 
jaws to close the jaws while the pusher bar 



Fig 19a of 420 Patent 



is retracted into the clip carrier for deliver- 
ing the foremost clip from the carrier upon 
release of the handles. 

Referring to Fig. 4 of the '226 patent, it was 
explained at trial that the pusher bar (35) 
moves a clip (33) into the channels in the 
faces of the jaws (25). When a clip is in the 
jaws and the handles are closed, the external 
channel (38) moves forward over the beveled 
portion of the jaws, which, by virtue of their 
beveled shape, are squeezed together by the 
external channel, thus closing the clip. At the 
same time, the pusher bar moves back to 
engage the next clip in line. When the handle 
is released the channel withdraws, the jaws 
open and release the clipped tissue, and the 
pusher bar moves forward, positioning the 
next clip into the jaws. The operating compel 
nents are shown in the patent as follows: • 
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In the. '226jipa tent ••the, clip carrier^ is .der 
scribed r as "an • elohjgatediichahhei;: >havingVa 
pain of side walls or raHsjbetween^hichUhei 
clips arevslidably ; -guided; a ' pusherA which? 



slides, (between uthe 0 rails,\ and a; spring t for f 
biasing the pusher in the forward direction.' 1 
Col. 4', lines 45-54. The corresponding assem- 
bly, shown in Fig. 18 of the '420-patent, was', 
the subject of comparative testimony: •'■ 




It I wasi explained that/the pushed bar (143) _ 
moves a ligating clip f ( 1 3 8) into f he channels 
in the faces of the jaws ( 135-b}. When a clip 
islirfthe jaws aiid,tfe;handdes a^exlc^ftheA 
ex^rjnal^ann^l ^ 

the- beveled portion of the jaws, squeezing •.- 
them together and closing the clip. *\ 

To counter this evidence of similarity,' 
U S; Surgical witnesses testified that the 

'AW0p^4j&it^M^ was?not' routine a^dr 

apteti<& : 6T;a ^ 

th^lpng ; fd#eldpm^ 

dn^culties'invplved in the cpnvereiph of the 
'2^deyi<^tp;eh^ 

leng?d 0> these arguments^ and tlieif factual 
bpis^tfc^s^ammation/and elicitepVtesti- 




; i fife- ft* 



••v;Y.- 



^-here wa S testimony ajjout the seal^and 



sis fpr the, jury to find that the "valve means" 
of ;the ; '420spaten iri tte prior art; « 

U;S^S.urgical dpes,not;npw; dispute that f the 1 
"valve means'- of its '420 patent is found in 
prior a^tend^ .y, 
|n . the course of the; extensive explanation 
and comparisons tat trial of the prior art- 
devices and the '420/ '057 devices, ! there was 
no dispute concerning ^tjie j content of the 
references ,o^ thattjiey^deii 
scribed. There wjasnp;d% 
structures|descnbed -in- the /42Q//057 pkt- 
en^\or;rahc>;rjning- the meaning>ofiiechnicai^ 
terms pr ; wordsjpfj art, as. jised ) in. Jtfc;pripr; art * 
or in the patents, m suit The jury was vih> 
structed^hatXhe^i 

plain meaning, ^as, the district courts men- 
npt:iprpffer ^particulars 

^strjictio^^^ 




?9p,&ealing the clip appher in the trocar^ the claims and in tjie, specifications, and in > 
i; ' 1Q ^^f?^^yes and-gaskets, U.S. Surgical th^/prior .art: Although ? U.S. Surgical has 
S ?£^^zatr.trial^ as, st^te4 in>i.ts proposed jury., raised, ote this, appeal .the Jssue' of • "claim 
w5$£!^ construction^a&^ post, there, 

SKtPjS^8^ : rfH ^ .-7'^ t , was no argument at trial as to the meariingof 

: fEHv s ^^ u '^'ftr; ^rWrminjg ttms [valve \ \ techjrucaf;ternis or 
:;:^^^.|ra^Qn^%(^u^^S!id^ sti-uc- they ^concern the ^ 
Hui^cdnito . ness t , t ^ " Z 

' f he^me; ttije ; '4?0 Patent Appliwtipn . There was opinipp evidence on ^th sides 
IPSJ^W V 1/ > . o/'ivj of the. question, of obvipusnesstfjWe? turn to 
^ur^cB;pr.es^ the objective factors^ 

SJi providing substanba^ba^j instructed /the jury, such evidence; must be . 
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considered in the determination of obvious- 
ness: • ' v ' 

Objective Factors 

Objective factors assist in understanding 
how the invention was viewed in its field of 
endeavor, and provide an important practical 
guide to the decisionmaker. It was explained 
to the jury that the context in which the. 
invention arose and its reception in the mar- 
ketplace are indicia of unobviousness, and 
must be considered. 

Witnesses for U.S. Surgical testified that 
the EndoClip," a commercial embodiment of 
the '420/ '057 patents, had revolutionized . 
endoscopic surgery and made . endoscopic 
gall bladder removal possible. Its commer- 
cial success was emphasized, and it was = 
stressed that the EndoClip was the, first and 
for some years the only endoscopic multiple 
clip applier on the market. U.S. Surgical 
pointed out that the most relevant prior art, 
v/z. single clip appliers for endoscopic sur- 
gery and multiple clip appliers for open sur- 
gery, had existed for more than a decade 
before U.S. Surgical produced the EndoClip 
for endoscopic surgery. U.S. Surgical pre- 
sented evidence of the rapid acceptance and 
adoption of new endoscopic procedures, 
based on its new multiple clip applier. * 

Witnesses for Ethicon testified that the 
growth of endoscopic surgery was due to the 
miniature video camera, not the multiple clip 
applier. They testified that before a tiny 
camera was available to televise images of 
the abdominal cavity, whereby a team of 
surgeons could operate with a common view 
of the surgical field, endoscopic surgery was 
largely limited to ligation of fallopian tubes* 
a simple procedure performed by a surgeon 
peering through an eyepiece. According to 
Ethicon, U.S. SurgicaFs EndoClip was de- 
veloped for and had its only use for tubal 
ligation, and its later commercial growth was 
due to the sheer luck of being on the market 
when endoscopic surgery underwent its rapid 
expansion upon the capability of televising" 
from inside the body. 

:Thus U.S. Surgical characterized its 
'420/ '05 7 multiple clip applier as a pioneer- 
ing advance in the field of endoscopic sur- 
gery, while Ethicon described the '420/'057 
instrument as an obvious adaptation of a 
prior art multiple clip applier, whose com- 
mercial success was due to unrelated factors.; 
These conflicting arguments were fully pre- : 
sented at trial. Witnesses, including sur- 
geons, supported ; both sides; The jury was 
presented with questions of credibility and 
weight as well as factual disputes, as the jury 
decided whether the inventions of the claims 



in suit would have been obvious to a person of 
ordinary, skill in the field of the invention at 
the time the invention was made. Although 
there, were indeed questions of credibility 
and weight of evidence, the jury was not 
required to choose between alternative 
meanings of technical terms or words of art, 
or decide the scope of the claims, in deciding 
the question of obviousness. The factual find- 
ings of the scope and content of the prior art, 
the differences between the prior art and the 
claimed invention, the level of ordinary skill 
in the field of the invention/and the objective 
considerations, did not require "construc- 
tion" of these claims as set forth in the 
Markman decisions of the Federal Circuit 
and the Supreme Court 

In reviewing the jury verdict of obvious- 
ness, we review whether the jury was correct- 
ly instructed on the law, and whether there 
was substantial evidence whereby a reason- 
able jury could have reached its verdict upon 
application of the correct law to the facts, 
Railroad Dynamics, Inc. v. A. Stucki Co., 
727 F.2d 1506, 1512, 220 USPQ 929, 935-36 
(Fed. Cir.), cert, denied, 469 U.S. 871 
(1984), recognizing that invalidity must be 
proved by clear and convincing evidence, 
Perkiri-Elmer Corp. v. Computervisioh 
Corp:, 732 F.2d 888, 893, 221 USPQ 669, : 
673 (Fed; Cir; 1984). Thus we turn to the 
law, as presented at trial and as instructed by 
the trial judge; 

The Jury instructions 

Jury instructions are reviewed for correct:, 
ness, with due attention to their clarity, ob-- 
jectivity, and adequacy, taken as a whole; - 
See Brooktree Corp. v. Advanced Micro De- 
vices, Inc.,911 F.2d 1555, 1570, 24 USPQ2d 
1401, 1411 (Fed . Cir. 1992) ("The correct- : 
ness of a jury instruction . . . is reviewed "on ■ 
appeal to determine whether, on the, whole, } 
the jury instructions were adequate to ensure ; 
that the jury fully understood the legal issues 
for each element of the case."); Trademark 
Research Corp. v. Maxwell Online, Inc.; 995 *; 
F.2d 326, 339 (2d Cir. 1993) ("A trial.^ 
court's improper charge constitutes revers-' 
ible error only 'when jury instructions, takenj 
as a whole, give the jury a misleading impres^ 
sion or inadequate understanding of th'c^ 
law.' ") (quoting Carvel Corp. v. Diversified^ 
Management Group, Inc., 930 F.2d 228, 232 . 
(2d Cir. 1991)). \[*\ n A 

[11 The jury was correctly instructed ;on| 
the presumption of validity, and that Ethicon 
bore the burden of proving invalidity by clear 
and convincing evidence. The jury was^ cor- 
rectly instructed that in determining W h #fti 
er the inventions of the '420 and '057 patent! 
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vould have been obvious to a person of 
y skill in the field of the invention at 
c the invention was made. Although 
(ere indeed questions of credibility 
ight of evidence, the jury was not 
i to choose between alternative 
is of technical terms or words of art, 
e the scope of the claims, in deciding 
:tion of obviousness. The factual find- 
he scope and content of the prior art 
•rences between the prior art and the 
|" vent ion, the level of ordinary skill 
ild of the invention, and the objective 
a tions, did . not require "construe- 

these, claims as set forth in the 
m decisions of the Federal Circuit 
Supreme CourtI ■ 
iewing the jury verdict of obvious- 
review whether the jury was correct- 
cted on the law, arid whether there 
tantial evidence whereby a reason- 
could have reached its verdict upon 
on of the correct law to the facts 

Dynamics, Inc. v. A. Stucki Co.] 
,1506, 1512,220 USPQ929, 935-36 
tr.), cert, denied, 469 U.S. 871 
ecognizirig that invalidity must be 
y clear and convincing evidence 
Inter Corp. v. Computervision ' l 
:2 F.2d 888, 893, 221 USPQ 669, :; 
. Cir. 1984). Thus we turn to the 
esented at trial and as instructed bv 
udge. 

instructions 

structions are reviewed for correct v 
due attention to their clarity, ob- 
and, adequacy, taken as a whole;. 
.tree Corp. v. Advanced Micro tie- 
,911 F 2d 1555, 1570, 24 USPQ2d 
I (Fed - .Cir 1992) ("The correct- 
ury instruction . . . is reviewed on 
determine whether, on the. whole! ! 
structions were adequate to ensure \ 
xy fully understood the legal issues ' 
lemerit of the case."); Trademark 
rdrp. y- Maxwell Online, Inc., 995 ; 

339 (2d Cir. 1993) ("A trial 
proper 1 charge constitutes revers- 
•nly 'when jury instructions, taken' 
give the jury a riiisleading impres- 
adequate understanding of the 
ioting Carvel Corp. v. Diversified 
%[fy U P' Inc " 930 F; 2d 228, 2f2 ;; 

jury - was correctly instructed on 
ption of validity, and that Ethicon 
rden of proving invalidity by clear 
:ing evidence. The jury was coh, 
ucted that in determining whetfc 
tions of the '420 and '057 patents" 
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were^invalid' based: on -bbyioushess;; it was 
necessai7:Ao...con5ider^he^^e ; and content 
of the prior art, .the diff ererices, between, the 
prior art and the claim^ invention; the level 
of -ordinary skill in : the art, ; and the objective 
criteria of unqbviousnessv The. court- correct* 
ly explained the Graham factors See Gra- 
ham v John Deere C6 ai 383 US? 1, 1:48 
USPQ 459 j(1966).; For example, un; deter- 
mihirigvthe level: of ordinary skill iri^tHe- art 
the jury was instructed to consider. V/i.' 1 ' .^r 

]. eVidence submitted by the parties to show 
. ^;vPne,;"th^ lever pf> active 1 

workers in the field, , T . 
.:> Two, the types of problems encountered 
■. in the art, 7 ,1 *' . . "-\ • - , 
• ! Three, the nature of the prior vart splu- 
c tions to those problems; , • - v' , : 

' : Four, the activities*of others, 
: f^Five,the^ 

Httiofis are made i in the .artfy-Sij^-i-v 'iu '■ '.uS 
\. * And six, the sophistication of the tech- 
. nology involved : - ^ 

-i^The jury instruction^ I included explanation 
ofithei principles tb be applied in determining 
obviousness when the invention -is a combina-i 
tiori , of prior art components The court in- 
structed that ithe; piforSart^riiust; showj riot 
only all of the elements of the claimed combi^ 
nation; but^must contain > some "teaching, 
suggestion or incentive" to a person of ordi- 
y skill to combine the known elements an' 



s 



theMvay that U.S/Surgical combined them < 
dtlri ^pf der to proves obviousness^ the defeh^ 
oiiajits must prove- again by clear and cori- 
2 vmcirig evidence, that one'of ordinary skill 
Sjn^the art would have found in the prior art 
preferences some -teachingV sujggestion or 
^incent iy& ta combine . the fprior: art refef- 

£iU invention. . 7 ^ 

T|hejui^^ 

t&^^r'direct/a per^ 
t^o ojbtain the. result reached by the patentee: 
"lAtoitionally, if you do find a teaching in 
i^i[ph6r attxtheit would ^motivate one of 
^ SSy ^ ar y m & prioViah iio maice the 
U^€up;^pi)lier -claimed 'in: the' '057>ndl420 



patents, you must also determine whether 



litheTp^ibr aW:b^ 

jecl^med^clip > appfier such that a person 
^d^ary skill in ttie art would: have a 
as^nable iikelihooid of success in riiaking 
fcanV^ntion In other ^ words, in order to 
^B9r^°S?"^si^ou TnjSst . find riot^only 
J$$i prior art would teach one of ordi- 
^gsl^ill toiry the combination of known 



nerits,- but also that the; prior art, would 



4 ;: sun^ciently;teach' or direct;one of ordinary 

.skijlvhowrto obtain/the desiredresiilt. 
Thcjury : was instructed that-in -determining 
obviousness it; was to consider the claim as a 
whole; and that it did noHsuh^ce .if^the 
individual : elements ..of the invention^ were 
known in the prior art: , : :j ? s,- . 

,The reason you; mustebnsider^the cjaim : as 
a whole is because there is, rid dispute that 
U.S^Surgicars invention: is comprised of 
. ;indiyi(iuaT elements, vyhich were knpwn in 
- the prior art. The fact that U.S- Surgicaj'S, 
^ inventions .incorporate . or, ... combine ele- 
"/j rrients arr^d^ in the prior art. does 

not render its patents invalid Patentsxan 
be granted on devices that contain^ a com- 
bination of various elements that are , well 
known in { the r prior art U.S Surgical's 
■* : claim is that it anyehted ^the ;combina tibn 
y of r those, element^ ^ 
endoscopic multiple clip applier claimed in 
.the patents inlsuk/^- '.-Vl:'*' ' - 

The instructions oh the law of obviousness 
occupied eight pages of trial transcript They 
were correct in law, thorough, and 'clearly 
stated US Surgical now argued; that other 
instructions: that it requested" should also 
have been given, and that their omission 
requires^ new*Hri^ 

plaiped its deniaFof '^these requests^ iii its 
opiriibn on ^ the^jxwt-triai' motions ' ' p •> 
6 ^:S^iirgicaFhkd fiequ^ted-tha^he wurt 
read to the ^jury the sentence of "35 U:S C. 
§103(a) that states ' "PatentabiUtf shall not 
ie^hegatived by the manrief in which the 
invention was made," accompanied by the 
instruction that* the- jiif y should ;« give no 
werght ^ to r Ethicon ? s evidence 1 6f-*hpw long or 
short a time it took to make [theunveritibri]" 
and^'hbw obvious^U S Surgical ? s invention 
may have seemed to U.S. Surgical's own' 
ihventofs:" The court denied the request: We 
do not discern reversible error in this denial, 
fbr the rejected?instructibri vwas- encompassed 
in^theiihstructions that were ?given;>was^the* 
subject^of expert !testimonyv and was inciud- ? 
ed^in the argument-iThe court^mdvri 
miterroriritdenyiriganHnstrUctic^thatg^^ 
weight to one of the several aspects that were 
before i the ] jury- Yand> was^r easoriably • viewed 
as /aiihulative- iriithe context ofi the instruct 
tions, that were given 4: j t&n r > t>tu < 
V ,y:S; Surgical ;also requested 
tioh^thatiithjbH.'^ 

prioffart^arici thus did not have toibe cited to; 
the ^ patent examirier: -In itS:pre-trial "consider^ 
atipn;t)f : the issue: of ^ inequita ble- conduct the^ 
cgurt,Uhrough a special master^ Had conclude, 
ed that the ;r226;pateht.was cumulative" in; the [ 
circumstances and on the law that then ap-j 
plied ia the= examination "of patents^. What- 
ever the relevance of this point tothcissue of 
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inequitable conduct, which had been decided 
in favor of U.S.< Surgical; -the '226 patent was 
correctly treated as prior art in this litiga- 
tion! The denial 'of this instruction is ' hot 
grounds for a new trial. 1 - ^ ; ^ . ; 

U:S. Surgical also requested the : instruc} 
tion that even if the jury found 'the absence of 
the secondary- vconsideration ; of long-felt 
need, 'that [ was: "in no -'way suggestive of 
obviousness or invalidity." The instruction 
that ; was given ^h r the t secondary cbrisidfcr- 
ations was • - ■ 

' - In making', these three determinations 
J the Graham factors] you must also con- 
sider other surrounding circumstances 
which are called secondary considerations. 
These include ^ ; " 

One, whether the alleged invention was 
commercially successful, 

Two, whether the alleged invention sat- 
isfied a long-felt need in the art, 

Three, whether others were unsuccess- 
ful in making the alleged invention, . 

Four, whether the alleged invention was 
copied by others in the art; 
t , Five, whether the alleged invention re- 
ceived praise from others in the art, 
) v Si^, whether the alleged invention der 
, parted from other principles of the art 

In order to determine, that secondary 
considerations such as commercial success 
are evidence of non-obviousness, there 
must be a causal? connection between the 
.... patented features of the invention and tthe 
commercial success of the device If com- 
... mercial success is attributable to the pat- 
ented features, then it is evidence of 
: 'npn^bvipus^s^.L,^v.. n--i\<(-'Vii>l&i 
U S Surgical's requested instruction con- 
cerning; lpng-fejt need related to the weight 
to be given to ai fact ; whose existence,; and; 
significance,:was disputedat trials The; issue 
of ahe^ objective factors v was ^complex: -and> 
hard-fought at trialv leaving' areas of dispute,* 
weighty and perhaps credibility. We discern- 
hp error in? the court's refusalrt^commention 
a^specific: aspect, having instructed the; jury; 
on all aspects. wtfc -un- 

U S Surgical also requested the instruc- 
tion that prior art that teaches away from the^ 
patented invention is evidence of lionobvious 1 
nessi That subject was' comprehended in the 
above-quoted instruction that the juryshould; 
consider "Six, whether the allegedUnvention 
departed from other principles of the art;" air 
argument whose substance had teen debated 
at : .trial. The- refusal; of this iristructibn, in 
light of the f ull instructions that were givenf 
is not grounds for a new trial 

U S Surgical also states that the district 
court should have given a curative instruct 



tion to counter Ethicpn's suggestion that the 
patents in suit improperly hindered competi- 
tion. The record shows Ethicon's persistent 
and ' improper innuendos. However, U.S, 
Surgical reasonably countered this aspect 
with evidence and argument concerning the 
purpose of the patent system.: Review of the 
record leads us to conclude, as apparently 
did the district court; that this tactic did not 
prejudice the outcome: See City of New 
York v. Pullman; Inc., 662 F.2d 910, 917 (2d 
Cir. 1981) ("The district court is not. obliged 
to charge every contention made by the par- 
ties at trial, as long as the charge itself, taken 
as a whole, is fundamentally fair.") (cita- 
tions omitted), cert/ denied, 454 U.S. 1164 
(1982). The denial of these instructions (and 
others offered by both sides) was not a mis- 
carriage of justice, and does not establish 
reversible error or grounds for anew trial. 

U.S. Surgical also argued that its request- 
ed instructions construing the claims should 
have been given, and that the absence of 
"claim construction" by the district court 
required a new trial. In accordance with the 
Court's remand for further consideration^ 
light of Markman, we have again reviewed 
the requested instructions to determine 
whether' any instructions that were improp^ 
erly refused could reasonably have preju- 
diced the jury's verdict of invalidity. 

In evaluating the refused instructions; we 
look first at the instructions on claim con- 
struction that were given. The issue , was 
interpretation of these means-plus-function 
claims and their application to find iff there 
was infringement by the Ethicon devices. 
The district court instructed the jury how to 
interpret means : plus-f unction claim ' ele- 
ments, and how to apply these claim ele- 
ments to the accused devices, as follows: ; 
Now, in interpreting the means; plus 

function claim elements, you must, deter-- 

mine the following: 
One, what function is called for by the, 

claim element, and t 
Two, what structure, or means, : is : aef 

scribed in the patent ' specificationsj .for 

performing the stated function. 
A means plus function claim is only 

infringed if: ... . . Ki . 

One, the function of the accused devic^j 

is identical to the function^ 

claim element of the patent, and ^ 
Twb, the structure- which /peftorhs tMt 

function in the accused device is, the .same, 

as, or the equivalent of, the structure^ 

scribed in the patent s^cifica^iqnSy 
The second of these two steps requi 

you to determine whether the accuse^des 

vice includes the same siructure'aC 

scribed in the patent or its equivalent. l rpu 
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i to counter Ethicon's suggestion that the 
ents in suit improperly hindered competi- 
h ; The record shdws Ethicon's persistent 
l : improper . innuendos: However, U.S. 
•gical reasonably countered this aspect 
h evidence and argument concerning the 
pose of the patent system.; Review -of the 
Jrd leads us to conclude; as apparently 
the district court, that this tactic did not 
ludice the outcome: See City of New 
k v. Pullman, fnc.\ 662 F.2d 9 10, 9 1 7 (2d 
.1981) ("The district court is not obliged 
harge every .contention, made by the par- 
at trial, as long as the charge 5 itself, taken 
t whole, is fundamentally fair.") (cita- 
s omitted), cert? denied, 454 U.S. 1 164 
12). The denial of these instructions (and 
;rs offered by both, sides) was not a mis- 
lage of justice, and does not establish 
rsible erroror grounds for a : new trial. 
;S. Surgical also argued that its request 
istructions construing the claims should 
\ been • given-, and that the absence of 
lm construction" by the district court 
ired a new trial: In accordance with the 
rt's remand for further; consideration in 
oiMarkman, we have again reviewed 
requested instructions- to determine 
:her'any instructions that were improp^ 
refused could reasonably have preju- 
i the jury's, verdict of invalidity. :l< 
evaluating the refused instructions; we= 
first at the instructions on claim 3 con- 
•tion that were! given.. ;The issue was 
pretation of these means-plus-function 
is and- their application to find if) there 
infringement . by: the Ethicon devices, 
iistrict court instructed the jury how to 
pref means-plus-function claim ele- 
s, and . how ,tp apply these claim: ele- 
s to the accused devices, as follows^ : 
Now, in interpreting 'the meansYpliis 
iction claim elements, you- must, detef : 
ne the following 

3ne, what function is called for by the 
im element, and 

Two, what structure, or means, is de- 
5J* d in the patent; specifications 'for 
forming the.stated function. : t t 
\ means plus/functibh .claim/i's 'only 
'inged if: '• 
)ne, the function of the accused device 
ientical to the function disclosed 'ui the 
m element of the patent, arid \ % 
>o, the structure which performs that 
etion in the accused device is the same 
or the equivalent of, the structure de- 
bed in the patent specifications ' , ; 
he second of these two steps requires 
to determine whether the accused 
includes the same siructure^as^dW 
bed in the patenter its equivaleritl YSu 
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v^may determine- that a structure in the 
■ ; Ethicon device is equivalent if you deter: 
ir mine- that a- person of ordinary skill in the 
art would* consider the structure found: in 
: Withe accused, device . an -insubstantial 
il change from the structure disclosed in the 
i patent specification . ^ -«»/?.vp 
This - aspect did not coricerhy or^ determine; 
validity in this case. However, U^S. Surgical 
states thaVMarkman requires the -trial judge 
to: perform the first portion of this\ instrucj 
tion^thatis; to determine the function and 
the structure, or means . that p^rforins^the 
.function; ; arid' to: give a detailed technical 
analysis for the infringement portion of the 
instruction; and that failure to do so- fatally 
flawed the trial. ; y,i : h : ^v^, ? \> > r- : '.^. 
/fefFor- : .example, iJJ l .55y Surgical - requested 
instructions for the first element of claim 1 of 
}tLev057 t . pa ten'ft? starting with, the following 
proposed claim constriction:? . * K/ k t ?:* 
tpv Clause ■i)ipfi claim- element; lb) ^reads 
rb"nieans for/storing a pi urality of surgical 
^(clips^This is:d means^plusTfunction claim 
'^element The Istated function, as>I inter- 
j ipret it, is to store a^ plurality of surgical 
Ikelips. . : r : -'... r .l; ■ ''■u ^■•V ; : 
We observe that this part of the proposed 
'Claim construction merely repeats thp words 
ofithe iclaim.; The ^requested instruction then 
<tt>ldithe juryiwhat structure Was described in 
(thelpatent specification for performing this 
function > ;> • .s x ->'w'*i< V-^o--^'* 

° : %Xhe structure or? means disclosed < % the 
^patent specification for performing this 
^function is a clip track : which holds an ! 
j^rrayrif surgical clips arid a>spring to bias 
l5he clips toward the distal or far end of the 
c^mstrument. . .. , ; < v , +: ; k 

tJMs^formation from the specification re- 
u &lved<no dispute, for there was none Next, 
* {^requested instruction told the jury how to 
^M&mftirigement; : the same instruction as m 
pfthelgeneral jury instruction, that was actually 
Igfeenvquoted supra,: but now drawn specifi- 
o&lly ito. this claim-element ; H ■>■ 
l^ntorder.to find that, this claim element of 
fe"|\the 1Q57 /patent has been 5 met^ you must 
^firstsfind that defendants' accused devices 
^Jjerform the function of storing a : plurality 
S^jQf sclipsJ; Then you must find ^ that ; the 
f *^lQfendant§' accused devices jhave^ a, Clip 
,M .trackMwhich holds an , array; of surgical 
cliDs^and a spring tojbias the clips toward' 
* u e;distal or.rfar ; end! of the iristf umeriti or 
fuivalent structure, which. performs: this 
ifujp^ion;^^,-- k !>:/; 
eitj :again ; repeate(d ; the^ function in the 
leiw.prds as in the claim, and repeated the 
imputed description in , the specification 
iieqiiested: instruction theri;statwl that; if 
paccused, devices ,pierfdrm/i^Yf|uincdpn v 



using : the described .means or an equivalent 
means, there is- infringement. That is the 
same instruction as in the generalinstruction 
that was actually -given, but made specific to . 
this claim element. We doubt that Markman 
requires the trial j udge 5 to. instruct: as : to an 
undisputed ^*claim\QonstrucUoh7 for r ;eyery 
term, by simply {parroting the words of the 
claim and then repeating the rule concerning 
infnrigement ? of means-plusrfunction claims 
Markman, explicitly recognized, that the ap- 
plication of the claim to the accused device 
was for the j ury Indeed, Ethicon objected to 
thisilnstrucUbn . as ^ ah ^iniproper^ attempt* to 
direct the jury findings of infringement. 

Similar instructions; were proffered for the 
other claim elements Another rejected in- 
struction started with a similar repetition of 
the words of the claim as "interpreted" by 
the judge, and an undisputed restatement of 
what these words mean , K 3 
The final clause of claim element b) ii) 
calls for "clip closing means for sequen- 
tially closing said surgical clips " This is a 
means-plus-function claim ;element The 
stated function of this particular means- 
-pjus-funciic^^ 

tially closing said surgical clips " T inter- 
pret this to mean the closing of surgical 
clips one at a time and onp after the otjier 
In theanfringement trial, the issue was not 
the definitibri of "sequentially," but the equi- 
valeiicy ;Of the J meansVtliar was described'; in 
the speafieatibnF ■ witfi jthe ;; means^thaitWas 
used in the accused device, and issues con- 
cerning the clip adyancmg means These 
aspects do not relate to obviousness; but to 
infringement The additional text of this pro- 
posed instruction was objected to on its mer- 
its by Ethicon as an incorrect application of 
the4awdf:35;U;S.G; 5 § i4^1l6.i^However; this 
aispect raised nb- dispute^:issues;wi th respect 
td { ,theidete'rmihation "of obviousness; iri^view: 
of the prior art The dispute concerning the 
requested instructions related not tp vt the 
prior art; but to the accused Ethicon devices 

Following is another "claim- element who 
proffered 1 "interpretation' Vwas -to repeat the 
words of .the claiiri^-^ i "-) 

iGlaini element a)- calls-for a trocar having 
• ;*a cannula with valve meansifoir sealing the 
- cannula- The claim element "valve; means 
.for sealing said cannu^ 
^f unction : claim; element, fThe> stated l uhc*> 
.i^tion^asj&intei^etit,: is to seal the cannula. 
There 'were -infringement ■ disputes concern-:, 
ing the valve . means, and j there- was much 
debate at trial concerning the scope of this 
claim element as applied to Ethicon's de- 
vices U;Sc Surgical ^requested) ithe instruct 
tipn: that> ther"yaive-;ineans" includes and is 
irifringed iby/alliprior ?art:yalyes and gaskets 
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and any; other known; structures I for sealing 
the cannula: . . . . >. ■-.*•. 
The structure fpr.performing this function 
includes , all such structures contained in 
v trocars' known in the art at the :time the 
^ '420 Patent Application was filed: -Such 
'-: : trocars contain structures, both to seal the 
cannula when no'instrument-is in the can- 
'■<■ ; «nUlaV^such :, as "a 'flapper-type' valve; sand 
'structures- which form a r seal> between the 
' : instruntenKandi the. cannula * when ah in- 
' ' strurrierit is i nserted in the cannula, such 
as a gasket. The 'flapper valve may engage 
i the gasket, as in the U S Surgical Surgi- 

.port Trocar,- or be separate from the gas- 
ket, as iri ; reusable' instruments that' were 
. known at thelrtime the -420 Patent Appli- 
cation/ wasVfiled.v. Therefore; if you find 
• that the Ethicon Endcipath Trocar is a 
trocar having the same or equivalent stnic- 
. ture to the structures I fiaVe'just described; 
: then 'the accused devices satisfy claim ele- 
ment a) of Claim 1 of the '420 Patent 
We. referred -supra to this requested instruc- 
tion, for it makes clear that validity of the 
U S Surgical patents was not grounded on 
asserted unobviousness^ o^;*the : ValVb"hiwns, 
and (ha t-* a r^sohable jury,, coiuld;, have;; so 
found; The district court jiad left tp 7 th> jury 
the issue of breadth of the ,valve r means as it 
affected infringement, for Ethicon had vigor- 
ously objected to this instruction as prejudg- 
ing the finding ,pf infringement. „ In his post- 
-trial opinion j the district judge expressed the 
view that the jury had accepted U S. Surgi-, 
cal's construction of the valve means since it 
found ^ infringement of ttie 'A1Q patent claiml 
We do not preach the. issue of: infringe 
However, whether^Ae valve>meanscwas conl 
strued as broadly as U S. Surgical requested, 
or, quite narrowly as Ethicon had argued, the 
variety of valve structures shown in the prior 
ar-t was in accordance with the jury's finding 
oj^ obviousness in light of .the prior art ^ 
■: {2] Tte do. not] hold 

that the trial, judge must repeat f or restate 
eyeryclaim c term in order* tQ'Cpmpiy^th:^; 
ruling that claim construction vis for-the 
court; Glaimj . construction ;is;.a t matter ;of 
resolutipn>pf; disputed meanings anaVtechn i-, 
cal^scope;; to' clarify, and when s necessary - to . 
explain- what the patentee, covered. iby. the 
claims;>for: use in. the determination of ? in-: 
frihgement; It is not an obligatory exercise)iri 
redundancy ...Although ^claimticonstructiori: 
may. occasionally he(necessary ih.obviousnessi 
determina tionsir'wheh the . meaning , or . scope 
of technical terms and words of art is unclear 
and in? dispute . and 'requires /.resolution > in 
order to determine: obviousness, ;iri this lease 
none*of these: rejected instructions' wasi dk, 



rected to, or has been shown reasonably to 
affect, the determination of obviousness. 

Grounds for a new trial have not been 
shown. See Santa Maria v. Metro-North 
Commuter R.R., 81 F.3d 265; 273 (2d Cir. 
1996) ("A new trial must be granted if the 
court determines that 'the verdict is against 
the weight of the evidence, that the damages 
are excessive, or. that, for other reasons, the 
trial was not fair to the party moving.' ") 
(quoting Montgomery Ward & Co. v. Dun- 
can, 311 U S. 243, 251 (1940)); Shatter, 
proof Glass Corp. v. [Abbey-Owens Ford 
Co., 758 F.2d 613, 626, 225 USPQ 634, 643 
(Fed. Cir. 1985) ("If prejudicial error oo 
curred, or if the verdict is against the clear 
weight of the evidence, as an alternative to 
judgment n.o.v. a new trial may be granted, 
in the discretion of the trial judge.") (citing 
Fairmont Glass Works v. Cub Fork Coal 
Co., 287 U.S. 474 (1933)). 

We have not been* shown prejudicial error 
in the jury instructions, or that the verdict of 
obviousness is against the clear weight of the 
evidence, or that substantial justice requires 
that the trial be voided. ■.{ ■■: 

The Dictionary 

During its deliberations the jury requested 
a dictionary and, over the objections of both 
parties, was'provided one by the court: U:Si* 
Surgical states this is reversible error,- while 
Ethicon states that any error was harmless. 

U.S. Surgical proposes that the jury might 
have used the dictionary to look up defini- 
tions on which it had been instructed by the 
court or that had been explained by wit- 
nesses, such as -'presumption" or "obvious- 
ness." The jury was instructed, as the parties 
agreed, to consider the ordinary meaning of 
the language used in the claims. U;S. Surgi- 
cal does not mention any terms that were' 
used outside of their ordinary meaning. The ' 
district court pointed out jn its -post-trial! 
opinion that the instruction to consider the? 
ordinary meaning, and the general: assump- 
tion that definitions in a standard dictionary 
are common knowledge with which the:jury 
is charged,: support the provision ;"-pfi -the 
dictionary. •• ? -.{si.*, lo' <\ 

[3] It is:generally agreed that 'the provi- 
sion of a dictionary to a jury, althou^hfnot: 
favored, is not?grounds for a new trial. 1 See 
Wernsing v. General-. Motors Corp., - 470: 
A.2d,802, 806 (Md. 1984) ("It appears to;be^ 
the near universal consensus that ^new triaj,| 
is not awarded simply because a dictionary 
was before the jury.") (citing cases): 
Surgical offered no specifics as to ^wofuJS 
whose dictionary definitions may 'have atfe 
versely affected the verdict of obviousne^f 



v. Ethicon Inc. 



41 USPQ2d 



;d to, or has been shown- reasonably, to 

the determination of obviousness, 
rounds for a -new trial have not been 
n. See Santa Maria v. Metro-North 
muter RR., 8\ F.3d 265, 273. (2d Gir. 
) ("A new trial must be granted if the 
: determines, that. 'the. verdict is against 
/eight of the evidence, that the damages 
xcessive, or. that, for other reasons, the 
was not fair to the party moving. 1 ") 
:ing Montgomery Ward & Co. v. Dun- 
311U:S.. 243, 251 (1940)); Shatter- 
Glass Corp. v. Libbey-Owens Ford 
758 F.2d 613, 626, 225;USPQ 634, 643 
• Cir. 19,85): ("If prejudicial error oc- 
d, or if the verdict is against .the clear 
it of the evidence, as an alternative to 
lent n.o.v. a new trial may be granted, 
: discretion of the trial judge.") (citing 
wnt Glass Works . v. Cub Fork. Coal 
187 U.S. 474 (1933)). — ? 

■ have not been^shown prejudicial error 
jury instructions, or that the verdict of 
isness is against the clear weight of the 
ice, or that substantial justice requires 
he trial be voided. . ; 

Uctioriary " tv -' ■-■ ' 

irig its deliberations the jury requested 
onary and, over the objections of both 
5^ was provided one by the- court. tlfcS; 
:al states this js reversible error, while* 
»n states that any error was harmless. 
/Surgical proposes that the j ury might- 
ised the dictionary to look updefini- 
n which it had been instructed by the 
or that had been explained <by: wit- 
such as ^presumption" or "bbvious- 
The jury was instructed; as the parties 
, to consider the ordinary meaning b£ 
guage used in the claims; U.S. Siirgi- 
;s not mention any terms that were' 
itside of their ordinary; meaning. The 
court, pointed outnin its post-triah 
r that the instruction- to consider the^ 
y meaning, and the general- assump- 
it definitions in. a standard dictionary 
fimon knowledge with which the jury 
ged v support the provision of :the 
iry.-'tsJ ? to 
t is generally agreed that the provi- 
a dictionary-to a jury, although' not: 
, is notfgroundsifor-a: new trial. 5ee 
ng .v; ;Geinerali Motors Corp,, ^470 
>2, 806 (Md, 1984) (''It appears to be 
r universal consensus that a new trial 
warded, simply ^because a dictionary 
■ore the. jury^) (citing cases) : 
1 • offered no specifics as to words* 
lictionary definitions may have ad* , 
affected the verdict of obviousness]* J 



4i#SPQ2d 



.,; United States Surgical Corp: v:\ Ethicoht lnc.\ £ 



1237. 



Instead; U;S., Surgical -seeks a presumption 
of prejudicelandvan; automatic new, trial, • 

Both sides cite United States v. Weiss, 752 
F.2& 777 (2d Gir. 1985), as stating the con- 
trolling law in the Second Circuit, and each 
side argues that Weiss sxx^^Hsj^^li'ibn. 
In Weisy a. criminal defendant wis convicted 
of mail frauid/perjury, and RICO violations, 
and the jury obtained accounting books with- 
out- thV -judge's knbwledge'pr consent.- Al- 
though the Second Circuit stated that "ex- 
tra^recbrd information that comes to the 
attention of a juror is pfesumptively prejudi- 
cial," 752 F.2d at 782-83^the court held that 
the trial judge's determination that the infor : 
mation had not prejudiced the defendant wals 
not ah abuse of discretion, and sustained the 
conviction. , : ' t * w ; % " ,>" : v- 

«^-U:S, Surgical argues thartHe practice of 
permitting sthe jury to.fhave^a ' dictionary 
would undermine the patentee's right to be 
its^own lexicographer, and thus constitutes 
reversible, error. However, U.S. Surgical 
doe? 4 n6t'dir(ecVus il6>iny%ciuaror'r«a^a : bly 
^IstBIe prejudice, or'aMy^ 
jury disregarded the court's ^ instnicridhs on 
the^law: of: obviousness,^ ori the iplain i. meaning 
o£ t he;ter ms used in the claims and the 'prior 
aH^nsteaa\ &S. Surgical argues that it »was 
gjtbi^n's:.burdenito/e the jury 

di^nprmisuseithe dictionary, and ithatVsince 
i%t^burden can not be met a^new trial is 
j^i^edirkow^^ was 
; Spti|^ not 
^^^Uie 3 trial? judge of .authority <Xo decide 
,t hat .case viewjed^as 

g^^lib; district -court didinot ^commit prejudi- 
~ ^^icn^ the dictibnary ? A new, 

ItnaTbn this ground is not 'warranted; ZArrk'- 



^00oj^ial Mqti0ns^ < ^ v ^ r 5 > 
P^H^rffk^frial motio^ 
||iiria^3:4rpage opiniohV&scussed validity and 
l^fmngement.. With respect to validity the 



|^^eri#eipribr ^artand the> patented inyen- 
P^^M^if^ow) ; the- : inventions! as < ai; whole 
TOjp&hayeibeen ^viewed iby^ person of ordn 
^iSS^l^thatart; "\o \y-?*v - *n 
K^jeiidistrict?.; court; summarized bthe; evi- 
P^%^attthei:pribr art \ would ha ve suggest-: 
pg^e^mbuiatipn : claimed anrtheV^O.pat-: 
^^^letcpurt irei erred ito fEthicbn's: position 
^^t^cS^Surgical had^adapted its ownimulr 
^S^^P^PP^^r.^o>endo«copic. : .useit.and«the 
^gffionyithajt the orily^significantidifference 
l^g^theipriofiart multiple clip applier • was 
K^^bngation of the shaft and the. seai;vand 
^^^iiejejiwer& common to. all endoscopic 



v The district court explained itsxonclusion 
that . there was substantial evidence in ^ sup^ 
port ofvthe jur : y ( !verdict of obviousness of. the 
claims; in suit'. The ?court also explained nts 
conclusion that the ^requirements of a . new 
trial had not 'been met: that the: verdict was 
not against the weight of evidence, that there 
was not ai miscarriage: of justice .on prejudi- 
cial, error during trialy.of a seriously, erronef 
pus result. ; •*.•• . . v. 

The Motion fJpon Remand^ / i 

u Following the ; remand from the Supreme 
Court to the FederalvCircuit; U.S. Surgical 
moved this court .to vacate the'district court's 
judgment and orders 'a new trial; on the 
grounditnat '.since the (district court had" riot 
construed ttie:claims; as required 1 by Afar^ 1 
man} either-before or after the jury render ed 
its .verdicts;: there is -nothing for ; the? Federal 
Circuit-to reviewyoriAappeal. U.S.^ Surgical 
states that it is entitled to^a hew trial ;bf^ a 11 
issues:ofvalidUy;ahd infringement exceptifor 
the verdicts dri :its -favor (infringement of the 
■420 patent and that there was not inequita- 
ble conduct) for which Ethicon did not petir 
tion for certiorari ^ \ v n 
iiiiEthicon^ opposing the motion j points out 
that^ thc:distirict icoudj iihf its opinion on the 
post-trial : motions; idiscussedHthe • claini con-: 
structidn that; the j ury, necessarily adopted oh 
the jtwbraspects of claim ;scope Ithat were? in 
genuine) dispute: -as applied %t<y the .Ethicon 
devices. Ethicon points outv that the district 
court stated that it agreed with the jury ? s 
necessary cbnstructions-with: respect to the 
valve means and^iihe . clip; ? advancing mieans, 
arid that- thc;,eourt. explained^ its reasons ■: for 
sustaining the; verdicts: based I on vthose con- 
structions Ethicon points out that - under 
Marhman kthis; court .undertakes to perform 
any necessary claim construction de novo 
Ethicon also" points out that no: disputed 
claim construction iwas niateriaJ to the deter- 
mination- of obviousness; V; ^ 
k\4\ : CoricerningKlJiS. Surgical's ^proposed 
instructions on claim xoristruction^ as; : we 
haye ; discussed, whatever their applicability 
to the issues of infringement, their- omission, 
did not prejudice the issue of obviousness. 
Markman did not .hold: that the triah judge 
mustealways \ pa rse? the claims for Uhe J ury ;* 
whether or not there is: anvissue in • riiateriai 
dispute as i :to; the; meaning ; or scope of x the 
claims;* Neither ^ this court .nbr the. ; Supreme 
Court held thatithe trial judge rnustrconduct 
such/aUrbtenexercise/iont-pa of ; having to 
retryi the case. : ^ /. u.-V**r- 
J -Ethicon. had^ o^jectedito the^substance^ of 
JJ.S. Sur^cai's!pr6ppsedinstructions,as well: 
as asserting^thatlthey .were unnecessary i jWe: 
neediot resolve this issue; for U:S. Surgical 
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has; not : shown -that there are unclear or 
ambiguous technical terms or, words of art or 
related, aspects of claim scope whose "con- 
struction" j;as requested by U:S. i Surgical 
would negate - the verdicts of : obviousness. 
The jury, was instructed, without objection, 
that the language of rthe claims was. to have 
its plain meaning. There « was;. ho dispute as:tb 
the meaning of technical, terms or; words of 
art ; as used in either . the prior art-., or the 
claims. The difference between the prior art 
and the claimed.ihventionHs a question of 
fact, Graham, 38} U.S. at 1 7; J 48.USPQ at 
467, and was not 'overruled by the Court's 
Markman decision . c : 
' U.S. Surgical, argues ■! that if; the district 
court had construed the claims; for the jury- 
the jury could not r have reasonably accepted 
Ethicbn's argument that . U S.: Surgical had 
simply- made known endoscopic adjustments 
in its: ;prior : art multiple clip applieri: This 
went to the ultimate question of obviousness, 
which was decided by the jury upon finding 
and weighing arid evaluating the factual evi- 
dence of the Graham factors U.S; Surgical 
does not explain howiahy reasonable claim 
construction that it requested would have 
deprived- -the .verdict of obviousness of 1 its 
support Further, Markmandocs not authc^ 
nze the trial judge to remove from! the jury 
the : factual findings required by Graham: . : 
rrlOn carefulconsideration of the substance 
of the instructions ohiclaihi construction that 
the district court declined to give, and the 
instructions on the issue of obviousness, all in 
light of the particular issues in this case 
concerning thevprior art; ithfc claimed: inven- 
tion, (and the Court's discussion in 'Mark' 
man, we conclude that the omission of the 
requested instructions did; not prejudice; the 
determination oft obviousness; (The criteria 
for grant of « a new trial have not; been -met. 
See Santa Maria, 81 F,3d at ll^Shatterr 
proof Glass, 758>F:2d*t 626, 225. USPQ at 
643 (new trial appropriate when there was 
prejudicial error, . or wheii; verdict /against 
weight of the evidence); ; . ; 

Conclusion l - ? - r" V : ■ 

> On; review of the* proceedings afc trials we 
conclude that there was substantial evidence 
from 1 which a reasonable/ jury could have 
held that the claimed subject mattenwould 
have been obvious to a person of rordinary f 
skill in this field at. the time the invention; was 
made. - The, judgment . of invalidity :-r- is 

' affirmed. • ."■•.*\.\\ : ■ h^:^\-,^-: 

The case : was-vigbrousIy31itigated^'with 
extensive testimony,* -physical' exhibits; and- 
argument. We have been directed to no un^ 
fairness or incompleteness or prejudice: in the 



jury instructions with respect to obviousness. 
A new trial was properly denied. 

Costs . 

Costs to Ethicon. 

AFFIRMED; MOTION FOR 
NEW TRIAL DENIED. 
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Micro . Chemical ; Inc. v. Great Plains 
. - - Chemical Co. 

.. ( Nos. 95-1504, -1514 
Decided January 3, 1997 * 

PATENTS 

1. Patentability/Validity — Anticipation — 

Prior sale r-. Degree of development 
(§115.0707.05) 

Federal district court erred in holding pat- 
ent directed to method and apparatus for 
adding small amounts of ingredients to live- 
stock or poultry feed invalid under on-sale 
bar of 35 USC 102 based on inventor's offer, 
before critical date, to sell weighing machine 
to feedlot manager, since at time of alleged 
offer, inventor had not reduced invention of 
patent to practice, had not substantially 
completed invention, and had not demon^ 
strated high likelihood that invention would, 
work for its intended purpose; and '-since 
inventor's "offer" therefore could not trigger 
on-sale bar. - V*3 

2. Patentability/Validity — Obviousness- f? 

Relevant prior art — Particular inven- 
tions (§115,0903.03) ; -^JJ-.;s 

, Patentability/Validity — Obviousness 
Combining references, (§115.0905) nHj 

Patent directed to method and apparatus^ 
for adding small amounts of ingredients*^ 
livestock or poultry feed would not have been 5 • 
obvious in view of prior art weighing maa 
chine and prior art volume^machines in>cc«h^ 
bination, since there is no evidence of motiva^- 
tion or. suggestion to combine pfior^^f 
machines, since motion of mixing eleineh^ 
in volume machine would have been expecg 
ed .to cause inaccurate weighing, and priQ] 
art therefore led away from idea of combl 
ing features of weighing and volume >nu 
chines, and since inventor's extensive 'effort 
to solve problem of isolating weighing system 
tend to show that one skilled in art wo«d 
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yon v. Phoenix Mut. Life Ins. Co. 300 
247, 262, 266 S.E.2d 610, 620 (1980) 
Rowing that instruction, it is notewor- 
that we have found no Federal Trade 
■mission Act cases involving enforce- 
t of patent rights. That may be due to 
act that a patentee's need to enforce his 
nt in court overrides unfair competition 
ests Good faith patentees have a "right 
:clude others from making, using, and 
ig the invention and to enforce those 
s until [their patent is] held invalid [or 
esj. Concrete Unlimited, Inc v Ce- 
cnft-lnc., 776 F.2d 1537, 1539, 227 
3JH785 (Fed. Cir.l985),cer.S 

rhiS 5 -- 8 ^ (1986) - " [A]n y p atent 

r has the right to . . . enforce its patent 
that includes threatening alleged in- 
:rs with suit. See 35 U.S.C. §281." Id 
ver, that right is not unbounded 
rphy and OnSite Systems, Inc. (On- 
argue that Mirafi's law suit was an 
■ttade practice because it was a "mere 

United States v. Ward, 61S F.Supp 
■07 (E.D.N.C. 1985), states that "the 
tion of a lawsuit may be the basis for 
air trade practices claim if the lawsuit 
lere sham to cover what is actually 
g more than an attempt to interfere 
y with the business relationships of a 
titor. ' Although nearly all patent in- 
nent suits are an attempt to interfere 
ie business relationships of a competi- 
>st are not mere shams; they are con- 

with a good faith expectation of 

tersely, "infringement actions initiat- 
conducted in bad faith contribute 
5 to the furtherance of the policies of 
he patent law or the antitrust law " 
Corp. v. Ultraseal Ltd., 781 F2d 
'6, 228 USPQ 90, 100 (Fed. Cir. 
\s such, bad faith litigation, where a 
e initiates litigation on a patent he 
\ l ^*l l i^ is not inf nnged, id. at 
. 228 USPQ at 99-100, is conduct 
e to public policy. 

lfair conduct under the North Caro- 
fair Competition . Statute has been 
as that which offends established 
ohcy and is immoral, unethical, op- 
. unscrupulous, or substantially in- 

0 consumers. Johnson, 300 N C at 

1 ? ?; 2d J at 621 ( citi "g Spiegel Inc. 
al Trade Comm'n, 540 R2d 287 
i Cir. 1976)). Thus, bad faith in' 
mt litigation, because it offends pub- 
/ and is either immoral, unethical, 
'e, unscrupulous, or substantially in- 
o consumers, could violate North 
s Unfair Competition Statute 
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Proof : of patentee's bad faith must be 
made by clear and convincing evidence. Loc- 
]ite m\ ^ 2d at 876, 228 USPQ at 100 
Siting Handgards, Inc. v. Ethicon, Inc:, 601. 
F 2d 986, 996, 202 USPQ 342, 351 (9th Cir. 
1 979), cert: denied, 444 U.S; 1 025* ( 1 980)) . 
Moreover, where there is a belief in infringe- 
ment as well as validity by the patentee, 
there is a presumption of godd faith. Loctite, 
781 F.2d at 877, 228 USPQ at 101. Further 
more; a patentee is normally entitled to rely 
on a presumption of validity. 35 U.S.C. §282 
(1988). - - ' .: ;/ 

Jr-The; '-district court found "a continuing 
course of conduct pursuant to which 5 Mirafi 
not only initiated this litigation in bad faith; 
but engaged in a series of "extra-judicial acts, 
both before and after the actual filing of the 
litigation, with the purpose, intent and effect 
of unfairly damaging Murphy, and OnSite 
and secondarily Swanger/ in the market- 
place;" (Conclusion of Law #25, ; A43)r Hav- 
ing thoroughly reviewed the tecord, this 
court concludes that the district court's find- 
ing: of bad faith litigation^ whicti hiust;be 
supported by clear and convincing evidence 
is clearly^erroneous. ' v. 

Here/without a determination of whether. 
Mirafi knew the '765 patent was invalid or 
knew that appellees did not infringe the '765 
patent, 1 there can be no bad faith litigation. 
Moreover, all of Mirafi's extra-judicial ac- 
tivities; including notifying customers and 
potential customers of the litigation, are 
within the 0 purview of actions a party with 
rights T to enforce a j^fent'ma'y'eng^^tft 
enforce the patent. See Concrete Unlimited. 
776 F;2d at 1539 ("[T]aking business away 
from the Defendant by threats and infringe- 
ment actions" is hot necessarily ;;imfair;'ipoiii- 
petition Good faith patentees have . "the 
right to exclude others from making, Using, 
and selling the invention arid to enforce those 
rights /uritil the patent [is) field invalid 
[or expires] ") Evidence of prior intent not to 
litigate the patent, failure to litigate infringe- 
ment daims against other parties, and com- 
munication with a sales force of intent to 
litigate and actual initiation of, suit are all 
permitted activities. None offend public 

policy^;: •' , ."..;./■• 

We; likewise find Swariger s assertion, that 
tml '.evidence clearly, indicates that Mirafi 
hatf no expectation of winning and that the 
lawsuit was filed primarily for the purpose of 
destroying a competitor's reputation in the 
market-^ 

reviewed the record, this court finds no evi- 
dence that Mirafi did not expect to win the 

suit against Swanger. 

WerthereforeMremand this 5 issue to -the 
district.court for a determination of whether 



there is clear and convincing' evidence that 
Mirafi initiated litigation knowing the '765 
patent was invalid or knowing that appellees 
did not infringe the '765 patent; . > 

In view of our decision, the infringement 
issue is; moot and that of damages is 
premature.' 5 ') 

AFFIRMED-IN-PART, RE- 
VERSED AND REMANDED-IN-PART. 



COSTS 



No costs. 
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........ In re Young : .... , 

No. 90-1368 
Decided March 5, 1991 f 

PATENTS y 

1. Patentabiiity/VaUdity — Obviousness 
Relevant prior art — In general 
(§115.0903.01) 

Apr^rehtly conflicting prior art references 
must, in making obviousness determination, 
each be weighed for their pbwer to suggest 
solutions to artisan of ordinary skill, and all 
disclosures in prior art must be considered to 
extent that they are in analogous fields of 
endeavor and thus ^would have been consid- 
ered by person of ordinary skill in field of 
invention; in weighing suggestive 5 power of 
each reference, degree:- to . which one! refer- 
ence- rmght- accurately discredit another 
must be considered 

1 Patentability /Validity — Obviousness — 
• Relevant prior art Particular inven- 
tions (§115.0903.03) <y.j .v 

Applicant's claims for method r of generat- 
ing seismic pulse in water by use of at least 
three air-guns disposed at . critical distance 
from each other are obvious in view of prior 
patent which expressly teaches exact spacing 
set forth as limitation in each of applicant's 
claims, even' thbugh additional reference 
purporting io test different methods of pulse 
generation suggests avoidance of spacing 
taught iri"pri° r pateht, since reference did 
not accurately test prior patent according to 
its teachings, particularly those regarding 
spacing, and therefore artisan of ordinary 
skill would have afforded reference little 
weight 1 
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Appeal from the U.S. Patent and Trade- 
mark Office, Board of Patent Appeals and 
Interferences. 

Patent application of D. Raymond Young 
and John C. Wride (method and apparatus 
for generating an acoustic pulse in a body of 
water). From decision of Board of Patent 
Appeals and Interferences, upholding final 
rejection .of all claims, applicants appeal 
Affirmed. 

Richard F. Phillips, Jr., Houston, Texas, for 
appellants. 

Lee E. Barrett, associate solicitor (Fred E. 
McKelvey, solicitor, with him on brief), 
Arlington, Va., for appellee Patent and 
Trademark Office. ; - V 

Before Newman, Lourie, and Rader, circuit 
judges. 

Rader, J. 

^Raymond Young and his co-inventor John 
Wride (collectively Young) appeal from the 
October 31, 1989 and April 18;; 1990 deci- 
sions of the Board of Patent Appeals and 
Interferences (Board). These decisions af- 
firmed the final rejection of all claims in 
their application. The Board held Young's 
claimed invention obvious under 35 U.S Q 
§103. This court affirms. . 

BACKGROUND 

Young's , application discloses a method 
and apparatus; for generating, an acoustic 
pulse in water. Acoustic pulse technology 
facilitates offshore seismic exploration. The 
acoustic pulse generates a large gas bubble 
in the ocean above geological formations on 
the ocean floor.? The rapid expansion and 
collapse of the gas bubble create a shock 
wave in the .water. The shock wave propa- 
gates through the water into the formations 
below the ocean : bed. As the shock wave 
passes downward through these formations, 
eachjnterface between adjoining earth stra- 
ta reflects a portion of the shock wave. These 
reflections move upward through the ocean 
Hydrophones at the ocean's surface can 
monitor these reflections. From these moni- 
tored reflections, geologists can generate a 
seismic section" map .which shows the con- 
figuration of strata in the ocean bed. 

T ^ av ' s most common sources of seismic 
shock waves are air guns. These air guns 
feature a chamber for storing and releasing . 
on command highly compressed air. A 
high-pressure hose charges the gun . with 



compressed air for rapid firing during a 
seismic survey. 

Acoustic pulse technology suffers from 
problems with bubble oscillation. Upon re- 
lease of the compressed air, the bubble un- 
dergoes a rapid initial expansion and col- 
lapse. Several more expansions and collapses 
follow the initial collapse, but with diminish- 
ing amplitude. Each of these expansion-col- 
lapse events creates an additional shock 
wave. The geological strata reflect each of 
these additional shock waves. The multiple 
reflections, in turn, blur the resolution of the 
seismic section. Most blurring comes from 
the first oscillation after the initial bubble 
collapse. 

Acoustic pulse technology uses a "primar- 
y-to-bubble ratio" to measure susceptibility 
to oscillation. This ratio compares the shock 
wave intensity of the initial expansion-col- 
lapse to the intensity of the first oscillation 
A high ratio means the secondary shock 
waves are less likely to blur the seismic 
section. 

Young tries to raise the primary-to-bubble 
ratio above prior art air gun sources by 
reducing the amplitude of the first oscilla- 
tion. Young seeks this result by spacing at 
least three air guns in a characteristic array. 
The array separates the guns from each 
other by a critical distance. The distance D 
is at least 1.2 times greater than R, but less' 
than or equal to twice R. R is the maximum 
radius of the initial air bubble from each 
gun.* With this spacing, the bubbles from 
each gun intersect before any single bubble 
reaches its maximum radius. This intersec- 
tion dampens the overall oscillation. Young's 
independent claims each include a spacing 
limitation within this range. 
Independent claim 1 is illustrative: 
A method of producing a seismic pulse in a 
body of water, including the steps of: 

(a) disposing in the water a set of at 
least three air guns, each adapted to pro- 
duce in the water a gas bubble having 
maximum radius substantially equalto 
the quantity R, where the guns are dis : 
posed at depths such that each produces, 
when fired, a bubble of maximum radius 
R, and the guns are disposed such that 
each gun is separated from each of the 

. nearest guns thereto in the set by a critical 
distance, D, where D is substantially equal 
toV2R;and J; 

(b) firing the air guns substantially sSJ 
multaneously to produce a seismic pulse in ; 
the water. 

. • 

!'2 



• Mathematically, D is defined by 1.2 R < D 
< 2.0 R. 
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pressed air for rapid firing during a 
nic survey. " . & 

coustic pulse technology suffers from 
►lems with bubble oscillation. Upon re- 
5 of the compressed air, the bubble un- 
oes a rapid initial expansion, and. col- 
several more expansions and collapses 
w the initial collapse, but with diminish- 
imphtude. Each of these expansion^ol- 
s events creates an additional shock 
The geological strata reflect each of 
• additional^ shock waves, the multiple 
nions, in turn, blur the resolution of the 
uc section. Most blurring comes from 
irst oscillation after the initial bubble 

oustic pulse technology uses a "primar- 
mbble ratio" to measure susceptibility 
illation. This ratio compares the shock 
intensity of the initial expansion-col- 
to the intensity of the first oscillation, 
go ratio means the secondary shock 
» are less likely to blur the seismic 
n. 

ing tries to raise the primary-to-bubble 
above prior art air gun sources by 
ing the amplitude of the first oscilla- 
roung seeks this result by spacing at 
nree air guns in a characteristic array 
(rray separates the guns from each 
oy a critical distance. The distance, D 
»st 1.2 times greater than R, but less' 
r equal to twice R. R is the maximum 
e L ! mtial air bubble from each 
With this spacing, the bubbles from 
un intersect before any single bubble 
s its maximum radius. This intersec- 
mpens the overall oscillation. Young's 
ndent claims each include a spacing 
ion within this range. ' ' * " 
pendent claim 1 is illustrative: 
sthod of producing a seismic pulse in a 

of water, including the steps of: 
) disposing in the water a set of at 

three^air guns, each adapted to pro- 1 
jn the water a gas bubble having 
mum radius substantially equal to 
juantity R, where the guns are dis- 
I at depths such that each produces, 

ftred, a bubble of maximum radius 
id the guns are disposed such that 
gun is separated from each of the 
st guns thereto in the set by a critical 
^and Where D - S subs tantially equal 

firing the air guns substantially si^ 
ater^ ly t0 produCe a seismic pulse in 



ematically, D is defined by 1.2 R < D 
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Young's dependent claims define the num- 
ber '.of the guns or. their placement relative to 
each other or to the ocean surface. 

The examiner rejected each of the claims 
as obvious under 35 U.S.C. §103 in light of 
five prior art references. The examiner relied 
primarily on U.S. Patent No. 2,619,186 to 
Carlisle (the "Carlisle patent" or "Carlisle") 
to reject Young's claims. Carlisle is the only 
reference cited by the examiner or Board 
which suggests the air gun spacing in 
Young's claims; 

Young contested the Board's and the ex- 
aminer's consideration of Carlisle. Young 
argued that Carlisle concerns reducing bub- 
ble oscillation for chemical explosives, not 
. air guns; Young also argued that an article 
. by Knudsen published six years after Car- 
• lisie .in the journal Geophysics expressly dis- 
credits the teachings of Carlisle. W. Knud^ 
sen, Elimination of Secondary Pressure 
Pulses in Offshore Exploration (A Model 
.Study), 23 Geophysics No. 3 at 440 (July 
45(58) (Knudsen). Therefore, Young con- 
tended, a person of ordinary : skill in the 
seismic exploration art would not have con- 
sidered Carlisle when developing an im- 
\ proved seismic array. 

• /The: Board rejected Young's arguments. 

> v The Board held that the examiner appropr^ 
■ ately; applied Carlisle notwithstanding the 

teachings of Knudsen. On; appeal, Young 
■y asserts as error only the propriety of applying 
' • Carlisle as a reference in light of Khudsen's 
"alleged 

i; DISCUSSION 

j This court must decide whether the Board 
properly affirmed the examiner's rejection 
. over Carlisle. Young has not challenged the 
: other references cited in the examiner's re- 
ejection. Further, Young has not argued the 
f merits of any particular claim apart from the 
V others Therefore, all claims stand or fall 
together with representative independent 

> i /claim i 1. See In re Kaslow^ lOl F.2d 1366; 

^13^6, 217 USPQ 1089/ 1096 (Fed^ Cir. 



^The Carlisle patent — "Seismic Explora- 
tion Method" — issued on November 25, 
1952. Carlisle concerns minimizing bubble 
oscillation for chemical explosives used in 
marine seismic exploration. Carlisle controls 
bubble oscillation by spacing seismic sources 
to achieve a reduction of the secondary pres- 
sure pulse. Carlisle specifically teaches spac- 
ing the ! seismic sources close enough to allow 
the bubbles to intersect before reaching their 
maximum radius. Carlisle spaces the bubble 
centers closer than two maximum bubble 
radii, or less than "2.0 R" in Young's nota- 



tion. Carlisle, col. 3, lines 57-60. Carlisle 
explains: 

[T]he secondary energy normally avail- 
able from these sources is dissipated by 
their mutual intersection and tends to 
eliminate the secondary seismic impulses 
created when the walls of the bubbles 
collapse. / 
W: :: at lines 60-64. Thus, Carlisle expressly 
teaches the spacing limitation in each of 
Young's claims. 

Notwithstanding Carlisle's teachings, 
Young argues that the Knudsen article dis- 
credits Carlisle. Knudsen describes a series 
of tests which evaluated four proposed tech- 
niques for suppressing bubble oscillation. 
Carlisle was one of the four. Knudsen's arti- 
cle opined that Carlisle yields no appreciable 
improvement in bubble oscillation suppres- 
sion! The effective i teaching of the Knudsen/- 
Carlisle combination, Young argues, sug- 
gests avoidance of the spacing suggested in 
Carlisle. Therefore, Young would have this 
court conclude that his use of Carlisle's spac- 
ing would not have been obvious. 

Young misunderstands the effect that 
Knudsen has on Carlisle The test for obvi- 
ousness is what the combined teachings of 
the references would have suggested to one 
of ordinary >kill in the aft. In re Keller, 642 
F.2d 413, 425, 208 USPQ 871, 881 (CCPA 
1981) Even if tending to discredit t Carlisle, 
Knudsen cannot remove Carlisle from the 
prior art Patents are part of the literature of 
the art and are relevant for all they contain. 
In re Lemelson, 397 F.2d 1006, 1009, 158 
USPQ 275, 277 (CCPA 1968). For example, 
mlhreEtter, 756 F.2d 852* 859, 225 USPQ 
h 6 {F&Gh^cert: denied, 474 U.S. 828 
(1985), a reference which disclosed obsolete 
technology remained in the prior art. This 
court considered the reference for what it 
disclosed in relation to the claimed invention. 

[1] When prior art contains apparently 
conflicting references; the Board must weigh 
each reference for its power to suggest solu- 
tions to an artisan of ordinary skill The 
Board must consider all disclosures of the 
prior art- In re'Lamberti; 545* F3d l41\ 750, 
192 USPQ 278, 280 (CCPA 1976), to the 
extent that the references are, as here, in 
analogous fields of endeavor and thus would 
have been considered by a person of ordinary 
skill in the field of the invention: The Board, 
in weighing the suggestive power of each 
reference, must consider the degree to which 
one reference might accurately discredit 
another. ; * . 
.;" 12] As :pribr art, the Board correctly 
weighed Carlisle to determine the patent- 
ability of Young's claims. Carlisle expressly 
teaches both the method and the advantages 
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of Young's claimed spacing. In fact, Carlisle 
expressly teaches the exact spacing set out as 
a limitation in Young's claims. Thus, : the 
Board correctly attributed significant weight 
to Carlisle in its obviousness, determination. 
.Jhi determining what weight to\accprd to 
Carlisle as prior art, the Board also appropri- 
ately considered Knudsen's discrediting ef- 
fect. The Board determined that Knudsen 
did not convincingly discredit - Carlisle^ 
Therefore, the Board appropriately conclud- 
ed that Knudsen would not have led one 
skilled in the art to reject Carlisle. 
. Knudsen did not test Carlisle according to 
its teachings. For instance, Knudsen did not 
use an explosive charge in modeling Carlisle. 
Rather, Knudsen tried to simulate Carlisle 
with a .capacitive electrical discharge in a 
barrel of oil. 

Knudsen did not replica te Carlisle's teach- 
ings on spacing/ Knudsen tried to model 
Carlisle by separating the seismic sources by 
one, two and three bubble radii. Knudsen at 
42. At the maximum spacing of three bubble 
radii, the bubbles will not intersect at all. 
Carlisle specifically requires spacing to per- 
mit bubble intersection. Carlisle, col. 4, lines 
47-52. At.a spacing of one bubble radius, the 
two bubbles, coalesced into one. before the 
initial collapse. Knudsen at 45. If just one 
bubble is present, the bubble will oscillate as 
if no; second seismic source, was present. 
Carlisle specifically requires spacing to pre- 
vent the formation of one bubble. Carlisle, 
col. 4, lines 3^37 r Finally^ at the two bubble 
radii spacing in Knudsen, the bubbles will 
just barely intersect. Carlisle requires that 
the bubbles intersect- before each bubble 
achieves; its maximum radius. Carlisle, col. 
3, lines 58-60. In sum, Knudsen did; not 
duplicate or appropriately model Carlisle's 
spacing. . : . 
^ Knudsen's conclusion that Carlisle would 
?not be effective in eliminating the second- 
ary pressure pulse" also directly contradicts 
data contained in Knudsen. The Knudsen 
data point for .the two-radii horizontal bub- 
ble spacing,; although not a completely accu- 
rate model of Carlisle, shows a 30% reduc- 
tion of the secondary pressure pulse. 
Knudsen at 45, Table 4. This data point 
represents the only point /where Knudsen 
approximates the spacing shown in Carlisle. 
At that point, Knudsen confirmed Carlisle's 
teachings. , 

The Board found that knudsen "did not 
test the Carlisle technique under conditions 
which are directly comparable to the Carlisle 
disclosure.'' Weighing the discrepancies be- 
tween i; the- Knudsen model and Carlisle's 
teachings, as well as Knudsen's tendency to 
confirm Carlisle where the model approxi- 



mated Carlisle, the Board concluded: "we do 
not agree that Knudsen discredits Carlisle." 

Because Knudsen did not accurately test 
Carlisle, an artisan of ordinary skill would 
not have dismissed Carlisle in light of Knud- 
sen as a whole. It is far more likely that the 
skilled artisan would have afforded little 
weight to Knudsen itself. The Board did not 
err in relying on Carlisle and discounting 
Knudsen. 

CONCLUSION 

Knudsen is not so credible or persuasive of 
a contrary teaching that it would have de- 
terred the skilled artisan from using the 
teachings of Carlisle. The examiner's use of 
Carlisle in his rejection of Young's claims is 
not clearly erroneous. The Board's decision 
affirming the examiner's rejection is 
therefore 

AFFIRMED. 



Maine Supreme Judicial Court 

Nobel v. Bangor Hydro-Electric Co. 

No. Cum-90-271 
Decided December 17, 1990 

COPYRIGHTS 

1. Elements of copyright — Federal pre- 
emption — Statutory pre-emption 
(§205.0803) 

Plaintiffs claim for unjust enrichment 
and conversion under Maine law, arising 
from defendants' alleged unauthorized use 
of phrase "energy light," is pre-empted by 
Copyright Act, 17 USC 301(a), since unjust 
enrichment claim imposes liability by operr 
ation of state law, rather than by additional 
element of promise to pay, and thus gives 
right equivalent to rights under Copyright 
Act, and since conversion claim which does ; 
not allege any deprivation of tangible proper^ 
ty is equivalent to unauthorized publication 
claim and is therefore pre-empted. 



Appeal from the Maine Superior Court? 
Cumberland County, Alexander, J. c 

Action by Michael Nobel against Bang(E 
Hydro-Electric Co., Maine Media Inc., ap 
Brenda Garrand, for breach of contract,^ 
just enrichment, and conversion. From -#8 
missal of all claims, plaintiff appeals. Vacs 
ed in part, affirmed in part, and remand: 
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